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CERTIFICATE OF MAILING 37 CFR §1.10 

I hereby certify that this paper and the documents referred to as enclosed therein are being deposited with the United States Postal Service on the 
date written below in an envelope as "Express Mail Post Office to Addressee" Mailing Label Number EU733074668US addressed to the 
Commissioner for Patents, Washington, DC 2023 1 . 



Date Paula L. Dickey 



REPLY TO EXAMINER'S ANSWER PURSUANT 
TO 37 C.F.R, §1.193 

Commissioner for Patents 
Washington, DC 20231 

Sir: 

This is a reply to the Examiner's Answer mailed on July 12, 2002 for the above- 
identified application. This reply is being submitted in accordance with 37 C.F.R. 
§ 1.193(b)(1) and thus entry is respectfully requested in accordance with 37 C.F.R. §1.193. 
This reply brief is being submitted in triplicate; copies of the cases cited herein are enclosed. 

Applicants respectfully submit that there is good cause for the Board to consider this 
reply brief as it is directed to those areas of the Examiner's Answer where the Examiner has 
elaborated more fully or clarified previous arguments that Applicants have not had the 
opportunity to fully respond to. For example, the Examiner provides more factual arguments 
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in the Section 112 rejection why it is believed that Applicants' specification is not enabled for 
failure of Applicants to provide guidance as to which compounds are agonists versus 
antagonists. The Examiner also provides more factual arguments as to why it is believed 
Applicants' examples do not support enablement of the full scope of the claims. With respect 
to the rejection under Section 103, the Examiner has clarified that Cliffe is being used only as 
a secondary reference and has provided more specific arguments as to why it is believed the 
synthesis of Applicants' compounds would be enabled by Abou-Gharbia and Cliffe. Thus, 
Applicants respectfully submit that there is good cause for the Board to consider this reply 
brief and accordingly request consideration of this reply. 

Applicants submit that the Examiner has erroneously maintained the Grounds of 
Rejection for the reasons that follow as well as the reasons previously set forth in Applicants' 
appeal brief filed on April 16, 2002, which for the sake of brevity is hereby incorporated by 
reference in its entirety. 

A) Rejection Under Section 112, first paragraph of Claims 1,2,16, 27 to 30 Should Be 
Vacated 

The Examiner has stated that the rejection under Section 112, first paragraph is based 
on an "insufficient disclosure of how to use for scope claimed...". The Examiner appears to 
base this rejection on the following arguments: 

a) the specification does not provide enough guidance to teach which compounds are 
agonists, antagonists or mixed profile at the 5HT1 A receptor site; and 

b) given the "unpredictability" of this art area as evidenced by Applicants' own test 
data, the compounds tested in the Example section are not representative of the full scope of 
Claims 1,2, 16, 27 to 30. 

The Examiner also places heavy reliance on a 1966 CCPA case, In re Surrey y 151 
USPQ 724 (CCPA 1966), which Applicants submit is distinguishable from the facts of this 
application for the reasons set forth below. 

Applicants submit that the Examiner is requiring far more than what Section 112, first 
paragraph requires. Enablement under Section 112, first paragraph requires that the 
specification teach those skilled in the art how to make and use the invention without undue 
experimentation. Atlas Powder Co. v. E.I. duPont de Nemours & Co., 224 USPQ 409, 413 
(Fed. Cir. 1984). The issue of whether one skilled in the art must engage in undue 
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experimentation to make and use the claimed invention is decided on the facts of each case. 
Ex parte Obukowicz 27 USPQ 2d 1063, 1067 (Bd. Pat. Appl. & Int'f 1992). That some 
experimentation is necessary, or that some embodiments encompassed within the claims are 
inoperable, does not preclude enablement. Atlas Powder Co. y at 414. Additionally, complex 
experimentation is not undue if the art typically engages in such experimentation. In re 
Certain Limited-Charge Cell Culture microcarriers, 221 USPQ 1165, 1174 (U.S. Int'l Trade 
Comm. 1983). 

With these standards in mind, Applicants submit that there is ample disclosure in the 
specification to teach one skilled in the art to use the full scope of Applicants' claimed 
invention. For example, the compounds encompassed by Claims 1, 2, 16, and 27 to 30 are all 
taught in Applicants' application as having affinity for the 5HT1 A receptor site {see e.g., 
application page 3, lines 28 to 30). Test methods are provided in the application for 
determining whether a compound has affinity at the 5HT1 A receptor, and further, test 
methods are provided for determining whether the compound is an agonist or antagonist at 
the 5HT1A receptor site (see e.g., specification, page 18, line 30 to page 19, line 26). 
Applicants also teach that compounds having affinity at the 5HT1 A receptor site have a 
variety of "end" uses as disclosed in the background section of Applicants' application. For 
example, utilities are disclosed for 5HT1A agonists and partial agonists (page 1, line 36 to 
page 3, line 16) and 5HT1A antagonists (page 3, lines 18 to 24). Thus, Applicants have 
disclosed that all the compounds of the present invention have affinity at the 5HT1 A site and 
are thus useful as agents in mammals to treat a variety of conditions, independent of whether 
the compound is an agonist, partial agonist or antagonist. 

In response to the Examiner's argument that Applicants do not provide guidance as to 
which compounds are agonists versus antagonists, Section 112, first paragraph, at least with 
respect to compound claims (e.g., claims 1 and 2 of the present application), does not 
mandate such a detailed disclosure. In fact, the opposite is true, in that not all compounds 
claimed need to be useful for every utility disclosed in an application (see e.g., Ex parte 
Hozumi, 3 USPQ2d 1059, 1060-1061 (Bd. Pat. App. & Int'f 1987); Ex parte Cole, 223 USPQ 
94, 95 (Bd. Pat. App. & Int'f 1983), or have the same degree of utility (see e.g. In re 
Gardner, 111 USPQ 396, 398 (CCPA 1973). Thus, all that is required is that Applicants 
disclose some use or uses that in total covers all the subject matter. Applicants have done 
this in teaching that the compounds claimed have affinity for the 5HT1 A receptor and 
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disclosing end uses for compounds having affinity for this receptor. Applicants further 
submit that it is within the realm of reasonable experimentation (i.e., not undue), as Section 
112, first paragraph permits, for one skilled in the art to determine which compounds are 
agonists versus antagonists according to the test methods disclosed in Applicants' 
specification, or other methods known to those skilled in the art, and based on this determine 
which "end" uses would be most appropriate. For these reasons, Applicants respectfully 
submit that the Examiner has erred in requiring that Applicants' specification teach which 
compounds are agonists versus antagonists in order to comply with the "how to use" 
enablement portion of Section 112, first paragraph. 

With respect to Claims 16 and 27 to 30, directed to a method of treating stroke, it is 
noted that both 5HT1 A agonists and antagonists have been identified in the literature before 
the filing of Applicants' application as being useful for treating stroke (see e.g., 
W095/11891, page 4, lines 30 to 34 and claim 19, and Applicants' specification page 1, line 
35 to page 2, line 33). Thus, Applicants respectfully submit that in view of this, both 5HT1 A 
agonists and antagonists appear to be effective for treating stroke and as such the Examiner's 
requirement that Applicants teach which compounds are agonists versus antagonists is not 
required under Section 112, first paragraph. Moreover, even if only agonists or only 
antagonists were useful for treating stroke, Applicants respectfully submit that it would be 
within the realm of reasonable experimentation (i.e., not undue), as Section 112 permits, for 
one skilled in the art to determine, according to the test methods herein or other methods 
known to those skilled in the art, whether the compound in question is an agonist or 
antagonist. Accordingly, Applicants respectfully submit that Claims 16 and 27 to 30 fully 
meet the requirements of Section 112, first paragraph. 

With respect to the Examiner's arguments that Applicants have not provided enough 
of working examples to demonstrate that the full scope of the compounds covered in claims 
1, 2, 16, 27 to 30 are useful, it is emphasized that the Examiner has the initial burden of 
providing evidence to show that there are reasons to doubt Applicants' statements in the 
specification that the compounds claimed are useful as having affinity for the 5HT1 A 
receptor. See e.g., Fiers v. Sugano, 25 USPQ2d 1601, 1607 (Fed. Cir. 1993) (a specification 
disclosure which contains a teaching of the manner and process of making and using the 
invention in terms which correspond in scope to those used in describing and defining the 
subject matter sought to be patented must be taken as in compliance with the enabling 
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requirement of the first paragraph of Section 112 unless there is reason to doubt the objective 
truth of the statements contained therein which must be relied on for enabling support). See 
also, e.g., In re Brana 34 USPQ2d 1437, 1441 (Fed Cir. 1995). 

In the present situation, the Examiner has not presented sufficient evidence to place in 
doubt Applicants' statements in the specification concerning utility to overcome this initial 
burden. Accordingly, Applicants have no obligation to come forward with rebuttal evidence. 
The Examiner points to the fact that Applicants' own data is unpredictable in that some 
compounds are agonists while others are antagonists. The Examiner also notes that there is a 
30-fold difference in the 5HT1 A binding affinity data. Both of these points are irrelevant 
with respect to the sufficiency of Applicants' teachings in the specification of how to use the 
compounds of the present invention in accordance with Section 1 12, first paragraph. In this 
regard, it is noted that all compounds tested had affinity for the 5HT1 A receptor (see the 
specification, page 19, Table 1). The fact that some of the compounds are agonists, while 
others are antagonists is irrelevant to the question of enablement as previously discussed. 
Moreover, one skilled in the art would recognize that the variability of the data in Table 1 is 
not unusual and is to be expected in such an art area. For example, see the 5HT1 A binding 
affinity data in U.S. Patent No. 5,254,552 to Abou-Gharbia, column 17, ranging from 1 nM to 
67 nM. Thus, the Examiner's conclusion that the data in Applicants' specification provides 
evidence that the utility of the full scope of compounds claimed is questionable is completely 
without merit. 

As an alternative, the Examiner states, without any factual proof, that the compounds 
as diverse as the rings, rings systems embraced have not been shown as a class as having the 
minimum requisite activity needed to practice the invention and there is no reasonable basis 
for assuming that the myriad of compound embraced by the claims will all share the same 
physiological properties since they are so structurally dissimilar as to be chemically 
nonequivalent and there is no basis in the prior art for assuming the same {see Examiner's 
Answer, page 5, last 8 lines of page). Applicants disagree that the compounds embraced by 
the claims are so structurally dissimilar, because all the compounds claimed possess the 
following structure: 
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where R\ and R2 are aromatic carbocyclic or heterocyclic compounds that are selected 
from a) aryl (e.g., aromatic carbocyclic compounds such as phenyl or napthyl), b) monocyclic 
heteroaryl of 5 to 6 ring atoms or c) a bicyclic heteroaryl having a phenyl ring fused to a 
monocyclic heteroaryl ring as defined previously. Moreover, the substituents for Ri and R2 
in Applicants claims are not so diverse, in connection with compounds having affinity for the 
5HT1 A receptor, that one of ordinary skill in the art would question the utility. Applicants 
submit that a review of the related art would support this position. 

It is noted that the facts of this case are quite similar to the facts before the CAFC in 
In re Brana, 34 USPQ 2d 1437 (Fed. Cir. 1995), where the CAFC reversed a Board decision 
that maintained an Examiner's rejection of the claims under Section 112, first paragraph for 
failure of applicants to prove that the claimed compounds were useful. In In re Brana, the 
compounds under question were disclosed in the specification as being antitumor agents and 
had the following structure: 

(CH 2 )n NF^Ra 




where Ri and R 2 were independently selected from H, Ci-C 6 alkyl, Ci-Ca 
hydroxyalkyl, pyrrolidinyl, morpholino, piperidinyl, piperacinyl and R3 and R4 were each 
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independently selected from H, Ci-Ce alkyl, C\-C 6 acyl, C 2 -C 7 alkoxycarbonyl, ureyl, amino 
carbonyl, C2-C7 alkylaminocarbonyl. Id. at 1437-38. 

The CAFC held that the Board failed to provide any evidence that the compounds 
claimed were not antitumor agents, and the PTO had thus failed to meet its initial burden to 
raise a question as to the utility stated in Applicants' specification. Id. at 1441. Moreover, 
the court went further to note that even if the PTO had met its initial burden, Applicants had 
provided test data to show that several compounds within the scope of the claim showed . 
antitumor activity, and this would be sufficient alone to overcome any questions concerning 
the asserted utility. Id. at 1441-1442. 

Just like in In re Brana, the Examiner has provided no concrete evidence to suggest 
that the compounds encompassed within the present invention are not useful. The Examiner 
merely relies on the fact that the art area of chemical compounds used to treat mammals can 
be unpredictable. While unpredictability can be common in the chemical art area under 
certain circumstances, Applicants have provided data showing that at least seven compounds 
of the present invention have affinity for the 5HT1 A receptor. Moreover, although changes 
in substituents of a compound can sometimes alter the behavior of a compound in the human 
body, there is no evidence to suggest on record that one skilled in the art would not believe 
the utility stated in Applicants' specification. For these reasons Applicants respectfully 
submit that the claims are enabled by the specification in accordance with Section 112, first 
paragraph. 

The Examiner has relied heavily on the case, In re Surrey, 151 USPQ 725 (CCPA 
1966), in support of the position that Applicants' Claims 2, 16, and 27 to 30 are not enabled 
under Section 1 12, first paragraph. Applicants respectfully submit that the facts of this 
application are completely different, and therefore the holding of In re Surrey is not relevant 
here. It is noted that in In re Surrey, it was asserted that Applicants had failed to disclose 
how to use the full scope of compounds claimed by the following formula. 



Ar-HC 



N-Y-O-Y'-Q 




.c=o 
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where Ar was various recited aromatic carbocyclic and heterocyclic moieties, Z was S, SO, 
or SO2, and Q was a lower alkyl or a substituted or unsubstituted phenyl. Id. at 725. The 
CCPA in this case held that the claims were not enabled under Section 112, first paragraph 
for failure of Applicants to exemplify any heterocyclic substituents for Ar and for the failure 
of Applicants to provide in the specification or in Appellants 9 brief any unequivocal statement 
that compound, other than those actually tested, are anticonvulsants or psychomotor 
stimulants. Id. at 730. 

Applicants, in contrast to the facts of In re Surrey, have stated unequivocally in the 
specification that the compounds claimed have affinity for the 5HT1 A receptor and have 
taught how this affinity is useful for treating certain conditions in mammals. Further, 
Applicants have provided test data to exemplify both carbocyclic aromatic substituents 
(phenyl) as well as a heterocyclic aromatic susbtituent (pyrimidinyl - e.g., Ex. 3, Ex. 4). 
However, more importantly to these factual differences, it is submitted that the disclosure 
required in 1966 (more than 30 years ago) to satisfy the "how to use" portion of Section 112, 
first paragraph would have been quite different due to the state of art at that time in view of 
the genus of compounds being claimed. ( See e.g., In re Brana at 1442, where court 
discusses that prior art can support an asserted utility in an application). Thus, it is improper 
for the Examiner to blindly take, without a more thorough analysis, a case decided over 30 
years ago, and insist, based on this case, more working examples should be provided in 
Applicants' specification, simply because the CCPA held that for a particular genus of 
compounds being claimed in In re Surrey more working examples should have been 
provided in view of the state of the art at that time. For these reasons, In re Surrey, cited by 
the Examiner, is inapplicable to the present situation. Applicants' specification provides 
ample disclosure to teach one skilled in the art to use the full scope of Claims 1, 2, 16 and 27 
to 30. 

In view of the above remarks, Applicants respectfully submit that the Examiner's 
reasons for rejection of Claims 1, 2, 16, and 27 to 30 under Section 112, first paragraph have 
no merit and the rejection of these Claims under Section 112, first paragraph should be 
vacated by the Board. 
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B. Rejection of Claims 1 to 3 Are Not Obvious Under Section 103 over Abou- 
Gharbia in view of Cliffe 

The Examiner has maintained the rejection of Claims 1 to 3 under 35 U.S.C. § 103(a) 
over Abou-Gharbia in view of Cliffe. In maintaining this rejection, the Examiner has 
improperly singled out 2 working examples in Abou-Gharbia, to the exclusion of the entire 
teachings of the patent, and improperly modified them using Cliffe as a secondary reference, 
without any regard to a) what each of the patents teach as a whole and b) the lack of teaching 
or suggestion in either of the references to make such a modification of the primary patent. 
This type of hindsight reconstruction is clearly improper as previously stated in Applicants' 
appeal brief. Thus, Applicants submit that the Examiner has not established a prima facie 
case of obviousness for the reasons set forth in Applicants' appeal brief and for the reasons 
discussed below. 

Applicants emphasize that in order to properly combine references to support an 
obviousness rejection under Section 103, there must be some disclosure or suggestion within 
at least one of the references or knowledge generally available to one of ordinary skill in the 
art to support the combination. Ashland Oil Inc. v. Delta Resins and Refractories, Inc. et al, 
227 USPQ 657, 667 (Fed. Cir. 1985). Citing references which merely indicate that isolated 
elements and/or features recited in the claims are known is not a sufficient basis for 
concluding that the combination of claimed element would have been obvious. Ex parte 
Hiyamizu, 10 USPQ2d 1393, 1394 (Bd. Pat. App. & Int'f 1988). Rather, in considering 
whether a claim is obvious in view of a reference or combination of references, the teachings 
of each of the references as a whole must be considered in view of the claims as a whole 
being examined. SmithKline Diagnostics, Inc. v. Helena Laboratories Corp., 8 USPQ 2d 
1468, 1475 (Fed. Cir. 1998). Thus, the Examiner's statement that because one can, in an 
anticipation rejection, rely on a single compound in a reference to support such a rejection, 
that one can also rely on a single compound disclosed in a reference in an obviousness 
rejection, to the exclusion of the teachings of the entire disclosure, is clearly improper as it 
ignores the teachings of the reference as a whole. In an obviousness determination, the entire 
disclosure of a reference must be considered, not just the working examples. 

The Examiner urges that Applicants are ignoring the two closest compounds in Abou- 
Gharbia. Applicants respectfully point out that the Examiner is ignoring the full teachings of 
Abou-Gharbia and Cliffe as a whole including the preferences taught therein. For example, 
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Applicants ask where is the motivation in Abou-Gharbia or Cliffe for one of ordinary skill in 
the art to: 

a) in Abou-Gharbia, select Ri to be adamantly or a noradmantyl moiety when the 
indolyl, and benzofuran moieties are also specifically listed or exemplified (see Abou- ■. 
Gharbia, col. 2, lines 6 to 64); and 

b) in Abou-Gharbia, select m equal to two, when m equal to three is equally preferred 
(see Abou-Gharbia, col. 2, lines 20 to 64); and 

c) in Cliffe select out just the CR2R3 moiety to modify Abou-Gharbia, to the exclusion 
of a plurality of other possible modifications of Abou-Gharbia with Cliffe, such as placing the 
R substituent of Cliffe on the piperazinyl moiety of Abou-Gharbia, substituting X of Cliffe 
for Ri of Abou-Gharbia, or substituting X of Cliffe for the -NR 3 CO(CH 2 ) n Ri moiety of Abou 
Gharbia; and 

d) in Abou-Gharbia, placing the CR2R3 moiety of Cliffe in just the place of one of the 
(CH2) m moieties and locating this replacement in the position adjacent to the NR3 moiety; 
and 

e) in Cliffe, setting R3 to an aryl or aryl (lower) alkyl to the exclusion of an alkyl 

group. 

Applicants submit that there is absolutely no motivation in either Cliffe or Abou- 
Gharbia to "pick and choose" as the Examiner has done above. Clearly, the Examiner has 
used Applicants' claims as a "template" to improperly combine Abou-Gharbia and Cliffe. 
This is of course legally improper. See In re Wesslau, 147 USPQ 391, 393 (CCPA 1965). 

Moreover, in response to the Examiner picking Example 37 out of 60 examples in 
Cliffe, Applicants submit that one of ordinary skill in the art would have absolutely no 
motivation to do this based on Cliffe or Abou Gharbia. For example, the performance data in 
Cliffe of Example 37 for 5HT1 A receptor activity, relative to the other examples tested, 
would not stand out to one of ordinary skill in the art as other examples appear to have better 
activity (see e.g., column 7, lines 50 to 68). Thus, there is simply no disclosure or suggestion 
in either of Cliffe or Abou-Gharbia to combine these patents in the manner the Examiner has 
done. In fact, some of the modifications needed, as discussed above, would clearly teach 
away from the preferences taught in these two references. Thus, Claims 1 to 3 would not 
have been obvious to one of ordinary skill in the art over Abou-Gharbia in view of Cliffe. 
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With respect to the Examiner's arguments that Abou-Garbia and Cliffe disclose 
synthesis methods that would be useful for synthesizing compounds of the present invention, 
it is emphasized that as neither of these patents alone or in any proper combination disclose 
or suggest Applicants' compounds, these patents cannot contain enabling disclosures for 
making the compounds of Applicants invention. 

For these reasons and for the reasons stated in Applicants' appeal brief filed on April 
16, 2002, it is respectfully submitted that the Examiner has erred in maintaining the rejection 
of Claims 1 to 3 under 35 U.S.C. § 103(a) over Abou-Gharbia in view of Cliffe. Accordingly, 
the Board is respectfully requested to vacate this rejection under Section 103. 



Applicants request that in view of Applicants' appeal brief and the remarks made 
herein that all grounds of rejection and objections in the above identified application be 
vacated by the Board. 



Date: September 12, 2002 
Wyeth 

Patent Law Department 
Five Giralda Farms 
Madison, NJ 07940-0874 
Tel. No. (610) 902-2628 



CONCLUSION 



Respectfully submitted, 




Kimberly R. Hild 
Registration No. 39,224 
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^Constr! Co.y 560 765^770 (^th^ir. 
197J) v(V[T]he record shows that the parties, 
consistently clashed v pver^the, meaning of [a 
clause in th : eir tentative agreement] during 
the course of their negotiations following the 
exchange of proposals, indicating that they 
^ncyer^had reached a^t rue ^agreemeht.-') . 1 - 
-* ! The; basic problem is that, at least as it 
rclat^sBtossize, 1 theHerms^Vpforhinentlyi^is- 

f>ja^^^anduJVjust ^visible" iare^inherently 
ricompatifele^i-Vet-J^ used 
both)te^suh.succ^ sentences.^ Although 
eitHer|party/ cpiild jhavei ? and iperh'apsjshould. 
havg^6inted?iout? this incdnsistencyVto 
disttict^cp/urtV ;there: isf no bal^sUe^lamefohe - 
flide^any^mdrethahTthe^^^ 
tolt:See?El6wer^City Pdintirig^Contrdctorsi 
tncffi&umina Const r;.Cd^59i E. j 2d;462; 
I65f(2d.eir: 1979) f^WJe^canriotrsay that 



Q- fhe^uestio^ e tiis0cVcdffi : 

erreti?fwhe%^it^ai 

further proceedings^ the issue/offwHether 1 the 
district? court .erred ; when>it dismissed ,TSI]s 
claiim^ith^eiudice^is^eri v\ 

■i ; For^alLof the: .reasons .stated^ abpye, : , we 

court andi^MM^the^seforjaTuhngpn 
T c hermospap's. : | ijnpUpn , for ^mmaryHijudgj 
ment! ; ahU,^ 



merits. t( , # ^ 
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i^Evjb;eni:e n c^es^^ 'finding ^that 
combination of prior ah references teaches 
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use of single temperature sensor to control 
plurality of flow control valves, as in method 
for injection molding plastic articles claimed 
in patent in suit, since rejection of claims in 
re-examination was based on prior art state- 
ments that "one system" may be used to 
control several valves, and that single sensor 
may be used to provide "the temperature 
measurement at a selected part of the ma- 
chine," but there is not substantial evidence 
to show that "one system" is same as "one 
sensor," or that skilled artisan, confronted 
with problem noted by inventor of patent in 
suit and two statements in prior art, would 
have been motivated to control plurality of 
valves in multiple-zone setting with only one 
temperature sensor. 

2. Patentability/Validity — Obviousness — 

Combining references (§115.0905) 

Although test for establishing implicit 
teaching, motivation, or suggestion in prior 
art is what combination of prior art state- 
ments would have suggested to those of ordi- 
nary skill, such statements must be consid- 
ered in context of teaching of entire 
reference, and cannot be viewed in abstract, 
and rejection of claims cannot be predicated 
on mere identification in prior art reference 
of individual components of claimed limita- 
tions; rather, particular findings must be 
made as to reason skilled artisan, with no 
knowledge of claimed invention, would have 
selected these components for combination 
in manner claimed. 

3. Patentability/Validity — Obviousness — 

Combining references (§115.0905) 

Identification of prior art statements that, 
in abstract, appear to suggest claimed limita- 
tion does not establish prima facie case of 
obviousness without finding as to specific 
understanding or principle within knowledge 
of skilled artisan that would have motivated 
one with no knowledge of invention at issue 
to make combination in manner claimed. 

Particular patents — Chemical — Injec- 
tion molding 

5,427,720, Kotzab, method for mold tem- 
perature control, decision holding invention 
unpatentable reversed. 



Appeal from the U.S. Patent and Trade- 
mark Office, Board of Patent Appeals and 
Interferences. 



Werner Kotzab appeals from final deci- 
sion, in Reexamination No. 90/004,441, 
holding claims 1-10 of patent in suit un- 
patentable for obviousness under 35 U.S.C. 
§103(a). Reversed. 

Robert F.I. Conte, Thomas Eugene Smith, 
and James B. Conte, of Lee, Mann, Smith, 
McWilliams, Sweeney & Ohlson, Chica- 
go, 111., for appellant. 



Mark Nagumo, associate solicitor, Albin F. 
Drost, acting solicitor, John M. Whealan, 
acting deputy solicitor, and Stephen 
Walsh, associate solicitor, U.S. Patent and 
Trademark Office, Arlington, Va., for 
appellee. 

Before Lourie, Gajarsa, and Linn, circuit 
judges. 



Linn, J. 



DECISION 

Werner Kotzab appeals from the final 
decision of the Board of Patent Appeals and 
Interferences ("Board") holding claims 1-10 
in reexamination number 90/004,441 unpa- 
tentable for obviousness unaer 35 U.S.C. § 
103(a). See Ex Parte Kotzab, Paper No. 17 
(BPAI July 15, 1998). This case was submit- 
ted for our decision following oral argument 
on April 4, 2000. Because certain of the 
Board's key factual findings relating to its 
obviousness analysis are not supported by 
substantial evidence, and because the Board 
erred in concluding that the claims would 
have been obvious as a matter of law, we 
reverse. 

BACKGROUND 



A. The Invention 

The invention involves an injection mold- 
ing method for forming plastic articles. In 
such methods, the temperature of the mold 
must be controlled so that the plastic can 
harden uniformly throughout the mold. Kot- 
zab was confronted with the problem of 
providing optimal temperature control for an 
injection molding method to ensure the qual- 
ity of the final product on the one hand, and 
achieving optimally short molding cycle 
times on the other hand. He arrived at a 
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BACKGROUND 



A. The Invention 

tion involves an injection mold- 
far forming plastic articles. In 
Is, the temperature of: the mold 
itrolled so that the plastic can 
irmly throughout the niold.Kot- 
nfronted with the problem, of 
tiriial temperature control for an 
Iding method to ensure the qual- 
al product on the one hand, and 
ptimally short molding cycle 
s . other hand; He arrived; at-; a 



solution which is embodied in- claim 1 of the 
reexamination as follows: : 
1 An?improved method of controlling the 
• temperature of an injection mold by pres- 
- sufeTeeding molding material into a mold 
recess 6Tah : irijecti6ri fnold •by.an^xtruder, 
:curing ; the^atcrial ih;the; : rn6 ^ridr* 
^moving molded material; from the mold, 
" said pressure feeding, curing, and rempv- 

molding cycles and said recurnng molding 
cycles having at least a first . molding cycle 
. and a second molding cycle; 

"comparing a preset nominal temperature 
to. an actual temperature measured by at 
; ' least bne temperature sensor during said 
' first: moidirig cycie and said second mold- 
' ing cycle arid supplying, an amount ,o a 
' temperature controlling medium , to the 
. ^first molding cycle andthe. second molding 
cycle, said amount of temperature control- 
ling medium being dependent on the devi- 
ation between the actual temperature 
measured and the desired preset nominal 
, temperature, the improvement 
comprising: ■ 

controlling, via a single sensor, a plurality 
of flow control valves for the temperature 
..controlling/medium to provide impulse 
temperature control medium to the first 
"arid second molding cycles, ' ? 



. .determining empirically or. py calculaUon 
a- quantitative spacial distribution of tem- 

3 perature controlling medium needed to 
obtain said desired preset nominal tem- 

Aperature during at least the first molding 

: Cycle and the second molding cycle and 

^determining empfrically or calculation 
the conduits needed to be utilized to obtain 

•• the desired preset nominal temperature 
■during at least the first molding cycle and 

. the second molding cycle, 

- comparing said -desired preset nominal 
temperature to said actual temperature, at 
least once during the first molding cycle 
and the second molding cycle at a certain, 
point in time being the same for each said 
.molding cycle, such that said comparison, 
. made during said .first .cycle iMynchro- 

• ^iied withsaid comparison : made during 
. said second subsequent molding cycle, and 

^rt1d7pluraIity-;of:.flo^.<^tr^-^W«vMe 
• triggered dSrilir*aoh said cycle to provide 
^saidvimpulse control .medium, and jaid- 
• triggering being dependent on, the deyir 
. ..ation ofi temperature determined for each 



saidcomparisori and.also being dependent., 
on a. stoVed .profile of , said quantitative 
spacial distribution , of the temperature 
; . controlling medium: - <>■:? ^ • 

h fc laim 8 3, ^hich 'depends Irom.'ciaim • i : , 
adds ^he> following > further; ^limitation: 
"wherein a.flow.measuring }«bine.jS associ- 
ated with' each .flow .'control valve to detect 

proportioning of a cooling on heat.ng^ed> 

son of a nominal flow to the actual flow; ,ld. 

: .-ciaim lOr which, depends ifrpm claim 3, 
adSally provides that *Hhe rotation of 
Lid measuring turbinenis transferred into 
pulses; so that the: nominal, flow -[oT 

fixed.by.the,presetting:;of=a:correspondmg: 
number of pulses." Id. at 20. , - 

B; The Reexamination Proceeding : 

U.S;Patent5;427,720C^e '^Opateritj 
issued to Kotzab on June 27, 1995, A th rd 
oartv filed a request for reexamination on 

eranted and assigned control _no. 
90 /004,44L The amended claims were final- 
ly rejected by the Examiner, and Koteab 
aySkdtherejeitionstotheB^ 
15 1998 the Board affirmed the Examiner s 
rejection'-* ofethe claims for. essentially the 
eSs expressed ;in the Examiner's Answer 
The^ Board did, however, provide its: own 
additibhalcomments^rirrflrilyfprer^has^ 
Specifically,, the Board; agreed with the 
ExaKrthat WO 92/08598 ("Evans") 

perature of an injection mold by using a 
Lnsor to control the pulsing of a tempera- 
ture control medium through, the molo. 
Moreover, the Board found, as explained by 
Ke Examiner, that Evans discloses in a less 
preferredwembodiment, musing only.onejem- 
Seratur-e measurement to«.ntrol the coo am 

£u Ises rather than an average tempe ratu e 
measurement. See Evans application; p.6, 11. 

17 to 3 addition/the Board found that Evans 

discloses that "the optimum timing ot the 

Sgfflow can Ws P el^^^ 
with^ the knownnemperature of the mould.. 

id at ll 6-8; FurtheWc; the Board found 
Sat a prior art promotional article discloses: 
that manipulation bfathe } geometry and lay- 
out of thecoblinrsegriientvprovides^orthe 
greatest improvement^ molding cvcle. See 

modulated mold temperature control metn- 
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oJ,(CITOProduets t tInc;, WL) 1987vat p 1 
col: 2 ■ 11; 1 3-16. -And, the Board determined 
that a May 1984 prior art article indicates 
that it was known to- establish a t^obling 
regime before the mold is produced; and that 
the determination ofrthe cooling regime in- 
cludes the .number andvlocation of the cool- 
ing conduits, as well as the volumeof the 
coolant flow. Thus, the Board concluded that 
the evidence of record indicates that it was 
known in the art to utilize empirical data to 
design the mold and the distribution of cool- 
ing channels in that mold. , In Lview of the 
foregoing, the Board found that the empiri- 
cal determination of : the necessary spatial 
distribution of the: length, of > the cooling 
pulses needed for delivering the appropriate 
coolant is disclosed by Evans or was known 
at the time the invention was made. .Conse- 
quently, the Board affirmed the Examiner's 
[Ejection of claims 1, 2, and 4-9 under 35 
U.S.C. § 103(a) as being unpatentable over 
Evans. 

^Ttie Board made admtidnal findings relat- 
ed to claims 3 and 10 in determining that 
they were also unpatentable under 35 U:S.€. 
§ 103(a) over Evansriri view of certain sec- 
ondary references: f \ v ; r : : : 

filed a re( l ue s< 'fwrecoSisideratioh; 
which the Board denied: pri ^November 24; 
1998. In that decision;. the Board reiterated 
agreement with the : Examiner that it would 
have been obvious for one: of Qrdinary skilHn 
the: art to utilize only one temperature mea- 
surement : to , control: the ; coolant pulses in 
light of the Evans disclosure^Kotzab timely 
appealed the Boards decision to this court 
We have jurisdiction pursuant to 28 U.S C 8 
1295(a)(4)(A) < 1 99^ - e : 8 



DISCUSSION 



A. Standard of Review 

A claimed invention is unpatentable if the 
differences between it and the prior art are 
such ^that the subject matter as a whole 
would, have been obvious at the time the 
invention was made to a person having ordi- 
nary skill in the arti See 35 U.S.C. § 103(a) 
i^ p L in 1 997 > ; ln re ^mbiczak; 1 75Fv3d 
^ooo? 9 ^ 50 ^^ 2 ^ 161 ^ 1616(Fed,Cir. 
1 999),The ultimate determination of wheth- 
er an invention would have been obvious 
under. 35 U.S.C. $ 1153(a): is a legal conclu- 
sion based on underlying findings of fact. See 
Dembiczaki 1 75 F.3d at 998, 50 USPQ2d at 
1616. We.reviewthe Boards ultimate deter- 
mination^ of obviousness : de . novo.v See id^ 
However, we review the Boardls underlying 



factual findings for substantial evidence See 
In re Gartside, im ^M 1305; 4 316, 53^ 
USPQ2d 1769, 17?6 (Eed, Cirv 200Q).: "> . 

Substantial evidence . . is -something less 
than . the weight pit /the evidence; but more 
than t a mere scintilla of evidence. See id at 
1312, 53 USPQidat 1 773: (quoting Consoli- 
dated Edison Co. v. NLRB, 305 U.S. 197, 
2 ??-30 (1938)), In reviewing the record for 
substantial eyidbriw, we must take into ac- 
count evidence that bb^ 
tracts from the factual determinations. See 
id; (citing Universal Camera Corp: v. 
NLRB, 340 U;S. 474, 487-88 (1951)) We 
note that the possibility of drawing two .in- 
consistent conclusions from the evidence 
does not prevent the Board's findings from 
being supBprteU by sufetahtiaVevidence. See 
Indceo; if a reasonable mind might accept 
the evidence as adequate to support the ? fac- 
tual conclusions drawn by the Board, 1 then 
we must uphold the Board's determination. 
See id: ■ ^' ^- ■ ; 

■ : '^'-^}.^' : ; ^ Analysis ^ ■!- ! .-: 

J A critical step in analyzing the patentabil- 
ity of claims pursuant to section 103(a) is 
casting the mind back to the time of inven- 
tion;: td ; cohsider the thinking of one of ordi- 
nary skill in the art, guided only by the prior 
art references and the then-accepted wisdom 
in thefieldvSeeZ>em^ 
50 USPQ2d at 1617; Close adherence to this 
methodology is especially important in cases 
where the very ease with which the invention 
cambe understood may prompt one "to fall 
victimUo: the insidious effect of a hindsight 
syndrome wherein thatwhich only the inven- 
tion taught is used against its teacher." A/ 
(quoting W.L. Gore d. Assocs., Inc. v. Gar- 
lock, //ic:, 721 F.2d 1540, 1553, 220 USPO 
303,31 3 (Fed, Cir; 1983)). : V 

Most if obt ;aIi;mv^^ 
combination of old elements; See In re Rouf- 
feu 149 F.3d 1350, 1357, 47 USPQ2d 1453 
1457 (Fed. Cir. 1 998). Thus, every element 
of a claimed invention may often be found in 
the prior art. Ste id. However, identification 
in the prior art of each individual , part 
claimed is insufficient to defeat patentability 
of the whole claimed inven tion . .See id. Ra thr 
er, to establish obviousness based on a cpmbi- 
na tion of the elemerits disclosed in. tlie prior 
art, there must : be some motivation, sugges- 
tion or teachingxtf the desirability of making 
the specific)cdmbination that was made :by 
the^ applicant: See In re Dance, 1 60- F : 3d 
1339, 1343, 48- USPQ2d 1635, 1637 (Fed 
Cuvl 998); In re Gordon, ;733 Fi2d 900; 902 
221USPQ 1 1 25; 11 27, (Fe<i; Cir:, 1 984)! 
Even when , obviousness is ; based von a single , 
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r Substantial evidence. See 
103 E.3d 1305; 1316, 53 
'76 (Fed..Cir v 200Q). . 
dence • ; is -something : . less 
af the; evidence but more 
ilia of evidence. See id. at 
at 1773 (quoting Consoli- 
'y, NLRB, 305 U.S. .197, 
i reviewing the record Vf or 
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tat both justifies and de- 
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°rsa! Camera Corp. v. 
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i. Analysis 

i analyzing the patentabil- 
uant to section 103(a) is 
>ack to the time of inven- 
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ious effect of a hindsight 
thatiwhich only the inven- 
. against its, teacher." Id. 
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i 1540; 1553, 220 USPQ 
.1983)). 
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of each individual part 
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In re 1 Dance, 1 60 F.3d 
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1127 (Fed; Cir. 1984). 
ness is based on a single 
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priorart reference, there must be a showmg 
of a suggestion or motivation to modify the 
teachings of that reference. See Good- 
nch Cdi v; Aircraft Breaking Sys: Corp.; 72 
F 3drT577, 1582^ 37 USPQ2d 1314, 1318 
(Fed. Cir. 1996):: ; > 

The motivation, suggestion -or teaching 
may come explicitly from statements in the 
prior art, the knowledge of one of ordinary 
skill in the art, or, in some cases the nature ol 
the problem to be solved. See DembiczaK 
175 T 3d at. 999, 50 USPQ2d at M617. In 
addition, the teaching, motivation or sugges- 
tion may be implicit from the prior art asji 
whole, rather than* expressly stated m the 
references. See WMS Gaming, Inc. v; Inter- 
nallorial GameM.^^d^U^ 
51 USPQ2d 1385, 1397 (Fed. Cir.4999). 
The test for an implicit showing, is what the 
combined teachings, knowledge^ of one ol 
ordinary skill in the art, and the nature of the 
problem to be solved as a whole would have 
Suggested to^hose of ordinary skill in4he art. 
See In re Keller, 642 F.2d 413 425, -208 
USPQ 871, 881 (CCPA 1981) (and cases 
citeW therein); Whether the Board, relies on 
ah express or an implicit showing, it must 
provide particular findings elated thereto. 
See Dembiczak, 175 F.3d at 999^ 50 
USPQ2d at 1617. Broad conclusory state- 
ments standing alone are npt "evidence. Id. 

Kotzab's primary : argument that the 
Board erred in holding claims 1-10 unpaten- 
table under 35: U.S.C. § 103(a) over Evans, 
or Evans in vie w of secondary references, is 
that Evans does not teach or suggest the use 
of a single temperature sensor tocontrol a 
plurality of flow control valves: We agree: :^ 
:As noted previously; the Board adopted 
the 'Examiner's: reasoning in upholding : the 
rejection of the claims and added further 
comments. None of the Board's comments 
relate to the issue of Evans teaching or sug- 
gesting the use of one sensor to control a 
number of valves regulating cwlant flow to 
the : mold. Thus, we look to the: Examiner s 
reasons for finding this limitation to be ex- 
pressly taught or suggested in Evans. 

The Examiner cites; Evans for teaching 
that "one system constructed and operated 
according to the invention may be used to 
control a number of valves^ Evans applica- 
tion; p\ 19, 11. 6-8 (emphasis added). In. view 
of this disclosure only; the ^Examiner con- 
cluded^ that Evans teaches the use of ^one 
sensor to controla number of valves. This 
conclusion must necessarily ; rest on the^ un- 
stated premise by tfiQ ^aminer that ; one 
system" is equal to "one sensor.' 

[11 But the Board's decision, adopting the 
Examiner's premise, lacks the necessary sub- 
stantial evidence tb: support: a : rejection of 



Kotzab ? s> claims: Specifically, there is not 
substantial evidence to show that one sys- 
tem'? is the same thing as 4 one*ensor; 1 he 
words: ^sensor^ >and -^prob^^are :used 
throughout^Evans'to: refer to the device that 
measures the . mold temperature^Evans uses 
the^word ^signal^ to refer. to -the response 
generateiby the measured temperature that 
controls- the ivalves for coolant flow;. Finally, 
the word ^system"; is used in Evans to reter 
to the , overall temperature control system 
that; is ^ responsible -for the valve timing lor 
coolant flow, to increase or decrease the tem- 
perature of the mold. Evans clearly • never 
uses the term "system" as a substitute for the 
simple temperature measuring device -it calls 
"sensor.'VAnd-itheBoardmadeno^reference 
to any .evidence in the record: that would 
equate "one systemV - with "one sensor. : - 
^ .As ■mentioned^previously,- more than -a 
meferscintilla of^evidenceiis hecessary-to 



suprx)rtuhe^Bbard's:implicit;concluswntha^ 
Vone system" is equal to "one sensor. -Based 
oh: the entirety^ of Evans' disclosure, w 
hot sayithat there/is such relevant evidence 
as a:reasbnable mind might accept; as ^ade- 
quate v to support the conclusion that one 
system"- means "one sensor ■ - _ ^ 

[2] ^he United States Patent and Trade- 
mark Office argues ; that because^ Evans 
teaches that; a ; single sensor may be used to 
orbvtde "the terhperature measurement at a 
selected part of -the ^machine^ it ; necessarily 
follows that the Evans^^system discussed 
later ^ay have -a single sensor— and that 
single sensor '■ may -control more than one 
valve\ Se£id. atp: 6, 11:= 21-23; p. 19, 11. 6-8 
White the^testMbr; establishing an, implicit 
teaching, motivation;: or suggestion is what 
the combination of these two statements ot 
Evans wbuld have suggested to those of ordi- 
nary skillvin the art,Uhe: two statements 
cannot be viewed in the abstract; Rather, 
they must be considered in the context ol the 
teaching of the entire reference; Further, a 
rejection cannot be predicated on the mere 
identification iit Evans of individual compo- 
nents of claimed limitations: Rather, par- 
ticular findings must be made as to the 
reason the skilled artisan, with no knowledge 
of the claimed invention, would have selected 
these components for combination m the 
manner claimed, oa ■■■■^ ^ r # 
We do not take issue with the argument 
that Evans suggests: the concept of using the 
historic temperature obtained by one tem- 
perature measurement . to ^control coolant 
pulses. See id: at*::5, 11; 14-22; p. 6, 11. 17-23. 
However, there is not substantial evidence of 
record to extrapolate; this teaching to the 
multiple.zone systerri>described A »atej in by- 
ans: See ii/. at : p.H8;i: 22,to p.- 4 9, 1. 8. In the 
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multiple zone system, Evans describes the 
use of a temperature sensor and an associat- 
ed flow control valve in each zone. At most, 
the combined teachings suggest that the his- 
toric temperature of a mold zone may be 
measured by one sensor, and as part of a 
multiple zone system where multiple valves 
are controlled, that one sensor measurement 
can be used to control the valve for that zone. 
Thus, we cannot say that there is such rel- 
evant evidence as a reasonable mind might 
accept as adequate to support the conclusion 
that where there are a plurality of control 
valves in a multiple zone setting, only one 
temperature sensor provides the control for a 
plurality of valves. 

Moreover, we cannot say that there is such 
relevant evidence as a reasonable mind 
might accept as adequate to support implicit- 
ly the conclusion that a skilled artisan con- 
fronted with (1) the problem noted by Kot- 
zab, i.e., providing optimal temperature 
control for an injection molding method to 
ensure the quality of the final product on the 
one hand, and achieving optimally short 
molding cycle times on the other hand, and 
(2) the two statements in Evans, would have 
been motivated to control a plurality of 
valves in a multiple zone setting with only 
one temperature sensor. 

[3] In this case, the Examiner and the 
Board fell into the hindsight trap. The idea 
of a single sensor controlling multiple valves, 
as opposed to multiple sensors controlling 
multiple valves, is a technologically simple 
concept. With this simple concept in mind, 
the Patent and Trademark Office found 
prior art statements that in the abstract 
appeared to suggest the claimed limitation. 
But, there was no finding as to the specific 
understanding or principle within the knowl- 
edge of a skilled artisan that would have 
motivated one with no knowledge of Kot- 
zab's invention to make the combination in 
the manner claimed. In light of our holding 
of the absence of a motivation to combine the 
teachings in Evans, we conclude that the 
Board did not make out a proper prima facie 
case of obviousness in rejecting claims 1, 2, 
and 4-9 under 35 U.S.C. § 103(a) over Ev- 
ans. Moreover, because the rejections of 
claims 3 and 10 rely upon the foregoing, we 
also conclude that the Board did not make 
out a proper prima facie case of obviousness 
in rejecting those claims under 35 U.S.C. § 
103(a). 

CONCLUSION 

For the above reasons, we conclude that 
there is not substantial evidence to support 
the Board's finding of fact that Evans ex- 



pressly teaches that "one sensor" may be 
used to control a plurality of valves, and 
there is not substantial evidence of record, 
either expressly or implicitly, to modify the 
teachings of Evans to obtain a system in 
which one sensor controls a plurality of 
valves. Accordingly, we 

REVERSE. 



National Arbitration Forum 

General Media Communications Inc. v. 
JMR Creations 

No. FAO0O4000094387 
Decided June 1, 2000 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

1. Infringement; conflicts between marks — 
Willful (§335.11) 

REMEDIES 

Non-monetary and injunctive — Equitable 
relief — Seizure (§505.0703) 

Internet domain name "Penthouse.net," 
registered to respondent, will be transferred 
to complainant in administrative proceeding 
for determination of rights in name, since it 
is nearly identical and confusingly similar to 
several trademarks and domain names in 
which complainant has rights, and in which 
respondent has no rights or legitimate inter- 
ests, since respondent registered and ac- 
quired "Penthouse.net" primarily for pur- 
pose of selling or otherwise transferring it to 
complainant, or to compete with complain- 
ant, and since respondent therefore has regis- 
tered and used this domain name in bad 
faith. 



Administrative proceeding initiated by 
complainant General Media Communica- 
tions Inc. against respondent JMR Creations 
for determination of rights in Internet do- 
main name "Penthouse.net," pursuant to 
Uniform Domain Name Dispute Resolution 
Policy of Internet Corporation for Assigned 
Names and Numbers. Decision in favor of 
complainant. 

Floyd A. Mandell, Orrin S. Shifrin, and Jon i 
S. Jacobsen, of Katten Muchin Zavis, Chi- 
cago, 111., for complainant. 
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aminer, and the need under the facts of 
this case for a careful interpretation of 
those proceedings by one of ordinary skill 
in the art, explanatory testimony could aid 
the trial court (if it had doubt) in ascer- 
taining the scope of the [claim]. 
Under the circumstances of this case, sum- 
mary judgment should not have been 
granted. 

3. "Uniform Outer Diameter*' 

MedComp continues to adhere to its inter- 
pretation of the phrase "uniform outer diam- 
eter" in claim 7 as an alternative basis for 
affirming the judgment below. MedComp 
contends that because this limitation was 
added during prosecution, Howes is estopped 
from claiming a catheter with a tapered 
distal tip, wherefore its catheter does not 
infringe. The district court rejected this ar- 
gument as a basis for granting summary 
judgment, holding instead that it was reason- 
able to include tapered catheters within the 
scope of claim 7. 

If one thing is clear from the prosecution 
history of the patent, it is that Howes added 
the limitation of a uniform outer diameter at 
the distal end of the catheter tube only to 
distinguish the catheter in Bielinksi, U.S. 
Patent No. 3,437,088, which had protuber- 
ances along its length. Some additional gloss 
was placed on this language by Howes' pat- 
ent attorney in distinguishing the Cournand 
catheter during reissue, but Cournand was 
distinguished on a number of grounds. Sig- 
nificantly, the non-uniformity in the Cour- 
nand catheter body is not at its tip — it 
begins halfway along the length of the cath- 
eter body. At most, Howes' argument to the 
examiner can be taken, as surrendering from 
claim coverage a catheter with size changes 
along its insertion length, not at its tip. 

C. Other Errors 

It is a truism that this court reviews judg- 
ments, not opinions, see, e,g.> Chore-Time 
Equipment, Inc. v. Cumberland Corp. 713 
F 2d 774, 781, 218 USPQ 673, 677 (Fed. 
Cir. 1983), but the district court's July 22, 
1985, summary judgment order contains sev- 
eral misstatements of law which should not 
be left without comment. 

The district court in several places appears 
to confuse claim allowance with infringe- 
ment of third party patents, stating that 
"Howes was compelled to amend his patent 
application to avoid infringing prior art pat- 
ents" and t that the Howes patent was allowed 
because Vsmall but significant differences 



are enough to preyent infringement. In dis- 
cussing the doctrine of equivalents, the court 
seems equally confused in its observation 
that although the differences between Med- 
Comp's catheter and Howes catheter were 
not great, "small changes have been enough 
to distinguish new catheters from prior art. 

It is impossible to deduce whether these 
obvious misstatements contributed to the er- 
roneous judgment below. Cf, Lindemann 
Maschinenfabrik GMBH v. American Hoist 
and Derrick Co., 730 F.2d 1452, 1458, 221 
USPQ 481, 485 (Fed. Cir. 1984) ("language 
in an opinion . . . may indicate that harmful 
errors of law produced an erroneous conclu- 
sion"). They do, however betray a lack of 
familiarity with certain fundamentals of pat- 
ent law which should be remedied on 
remand. 

CONCLUSION 

[1] We hold, therefore, that the district 
court erred as a matter of law in construing 
claim 7 as limited to Fig. 3 of the Howes 
patent based on its interpretation of the 
words "joined" and "freely" as contained 
therein. In doing so, the district court also 
failed to recognize genuine issues of material 
fact surrounding the reissue of the patent 
which make summary judgment inappropri- 
ate in this case. The judgment of non-in- 
fringement of claim 7 by MedComp and 
AHS is vacated and the case is remanded for 
further consideration consistent with this 
opinion. 

VACATED AND REMANDED 
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In re Geiger* 
No. 86-1103 
Decided April 1, 1987 

PATENTS 

1. Patentability/validity — Obviousness — 
Evidence of (§115.0903) 

Obviousness cannot be established by 
combining teachings of prior art to produce 



* This opinion issued as an unpublished opin- 
ion on December 1 1, 1986. On request of counsel 
for appellant, it is now being reissued as a pub- 
lished opinion. 
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scale formation on and^coirosion of 'metallic 
parts in r cooling water systems ' by use" of 
compositions ^cbntaining^(lVa^sulfonated 
'styrene/maleic vanhydride'KSSMA) copo- 
lymer; (2) ia 4 water soluble zinc i compound; 
and^ (3) an: organo-phosphomi-acid coih- 
»poundorwater*solubk^sajt>thereofc^ 

: ^niu-deci^ 

toard aMnnea'the examiner^, rejections un- 
der 35 U.'SiG. § 103; finding that the claimed 
subject, matter would have ,been : obyious : in 
view of various combinations pf references, 
but with reliance primarily upon U.S. Patent 
No. 4,209,398 issued 1 to Ii, et al. (10, U.b. 
Patent No. 4,374,733 issued to Snyder, et al. 
(Snyder '733) arid U.S. Patent N . 
4,255,259 issued to Hwa, et al. (Hwa) 1 

1 iThe Ii patent^isdbses use in cooling water 
systems 1 of scale and corrosion^ prevention 
compositions comprised of a polymeric com- 
ponent in combination with one or more 
OTmpbunds^seleetea from 5 the ^group ;cgnsist- 
ing of inorganic ^hbsphbric acids and water 
soluble salts 'thereoif, ^phpsphonic acids and 
"water soluble salts thereof, . organic- phos- 
phbric-acid' r esfers"a 

thereof, and polyvalent metal salts: Al- 
though the Ii polymeric component may con- 
tain maleic acid arid styrene monomers, 
there is ho disclosure^ the specific copo- 
lymer, SSMA,. required in applicants 
claims."", . t ". rt ..■ ,. rKt .^ t , ..^-y. 

-^i:V iV -,?r.r mud & ^''-^/ ' ■ A 

\ The Snyder .£733 patent discloses a method 
for treating cooling water systems prone to 
scale formation by the: addition of ajcdmixwi- 
itioh comprised of an acrylic acid/lower^al- 
kyl/hydroxy acrylate copolymer and another 
polymericicbmponent^hichma^beSSMA 
■. or a styrene/maleic anhydride (SMA) copo- 
lymer^ The Snyder ^'733 .patent notes; that 
boiler rand cooling .water systems share a 
common problem 'in regard to scale deposit 
formation and that ^use of SM A to prevent 
scale in boiler water systems is known. 



. _ Background 



The Hwa, patent! is .directed to .a method 
Tfor .treating .boiler ; water ;J^tem r tl^ .are 
prorie'tb.sc^ie^ form^ ,addmon of a 
composition f coinprised . v of SSM A , and an 
^orgahb-phqsp^ compound.. i<] . : 

'The remaining referehces, 1 cited with re- 
spect to certain dependent claims, contain no 
suggestion to use SSMAi the specific copo- 
'Iviher ^recifed in the appealedxlaimSv; . 

Based upon the prior art and the fact that 
each of the three components of the composi- 



The '903 application, filed on May 3, 
1982, is directed to a method of inhibiting 



' • Hwa was citeii only with respect to dej^rident 
claims 47 anfr49: ^ " : 
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tion used in the claimed method is conven- 
tionally employed in the art for treating 
cooling water systems, the board held that it 
would have been prima facie obvious, within 
the meaning of 35 U.S.C. § 103, to employ 
these components in combination for their 
known functions and to optimize the amount 
of each additive. The board further held that 
data appearing in appellant's specification, 
and supplemented by a declaration submit- 
ted pursuant to 37 C.F.R. § 1.132, provided 
insufficient evidence of nonobviousness to 
rebut the prima facie case. 



Issues 

1. Whether the board erred in finding that 
a prima facie case of obviousness was 
established. 

2. Assuming that a prima facie case of 
obviousness was established, whether the 
board erred in finding that appellant's objec- 
tive evidence with regard to unexpected re- 
sults was insufficient to rebut that prima 
facie case. 



Analysis 

Obviousness is a question of law based 
upon the factual inquiries mandated in Gra- 
ham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966). Bausch & Lomb, Inc. v. 
Barnes-Hind/ Hydrocurve, Inc.) 796 F 2d 
443, 447, 230 USPQ 416, 419 (Fed. Cir. 
1986). For a conclusion of obviousness, the 
standard of review is correctness or error as a 
matter of law. In re Caveney, 761 F.2d 671, 
674, 226 USPQ 1, 3 (Fed. Cir. 1985); In re 
DeBlauwe, 736 F.2d 699, 703, 222 USPQ 
191, 195 (Fed. Cir. 1984). 

[1] Appellant contends that the PTO 
failed to establish a prima facie case of 
obviousness and, consequently, that the 
board's affirmance of the examinees rejec- 
tions was erroneous. Appellant argues that 
the PTO's position represented hindsight re- 
construction or, at best, established that it 
would have been "obvious to try" various 
combinations of known scale and corrosion 
prevention agents, including the combina- 
tion recited in the appealed claims. 

We agree with appellant that the PTO has 
failed to establish a prima facie case of 
obviousness. Obviousness cannot be estab- 
lished by combining the teachings of the 



prior art to produce the claimed invention, 
absent some teaching suggestion or incentive 
supporting the combination. ACS Hospital 
Systems. Inc. v. Montefiore Hospital, 732 
F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. 
Cir. 1984). We are convinced that the latter 
are not present here. 

Ii does not suggest use of SSMA as its 
claimed polymeric component and does not 
require the presence of an organophosphorus 
acid compound or of a zinc compound. Ii 
notes that it is difficult to maintain a prede- 
termined concentration of polyvalent metal 
ions, such as the zinc (II) ion, in alkaline 
cooling water, but states that its claimed 
polymeric component prevents the "polyva- 
lent metals from becoming insoluble com- 
pounds and precipitating. . . Although 
Snyder '733 discloses use of SSMA, it is for 
the purpose of showing that it, or one of three 
other specifically recited copolymers, may be 
used in combination with yet another poly- 
meric component, an acrylic acid/lower al- 
kyl/hydroxy acrylate copolymer, to prevent 
scale formation. With respect to claims 47 
and 49, Hwa does disclose the specifically- 
recited organo-phosphorus acid compound. 
It provides, however, no suggestion to add a 
zinc compound to its disclosed combination 
of SSMA and organ-ophosphorus acid com- 
pounds, or to use SSMA in combination with 
an organo-phosphorus acid compound in the 
treatment of a cooling water system, where 
- the characteristics may significantly diner 
from those in Hwa's boiler water system. 
Hwa also provides no suggestion that SSMA 
could prevent precipitation of the zinc (II) 
ion in alkaline cooling water in the manner 
ascribed to the polymeric component of Ii. 

At best, in view of these disclosures, om- 
skilled in the art might find it obvious to try 
various combinations of these known scaK 
and corrosion prevention agents. However, 
this is not the standard of 35 U.S.C. § 103. /// 
re Goodwin, 576 F.2d 375, 377, 198 USP< > 
1 3 (CCPA 1978); In re Antonie, 559 F.2»l 
618, 195 USPQ 6 (CCPA 1977); In re Ton, 
linson, 363 F.2d 928, 150 USPQ 6?' 
(CCPA 1966). 

Because we reverse on the basis of failim 
to establish a prima facie case of obvion 
ness, we need not reach the issue of in- 
sufficiency of the showing of unexpecioi 
results. 
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|J|) xi nc ipns,;(2);a .^copolymer of sulfonated 
p |iyrcne"an<l maleic'arihydride (SSMA),;^ 
R (if) un organophosphprus acid or' salr. A 
1 Ihrcc-part-system is described in the Ii refer- 
i $ncc (oOne^same purppseV but^di^ 
l^ftplicaht's^s^em ;i^ 
^?C0mpo n eni;(2):is^ 

ifok 6ft SSMA ; in l tKe' Ii jeferehce ^However, 
lihe Snyo^^3^r|^nce-teac^ 
l^ntbinationfwittfjo^ 
^ftlc injocfejin^ of 

B^MA^in^^r^ration^it^ 
K powh fo ^reduce* scale anCsludge^ 

I* ll wa ) , H wa does not k use zinc ions arid -it is 
npwn that; zinc ; ipns produce undesirabje 
Faults in'boilers, but the'li 1 reference; states 
Ijtiftt it was known to use zinc ions alone or in 
^bi nation with brganophpphorus^acids or 
iltft to inhibit coirosi6n r iri £ ooolihg''water. 

Thus ; each.;pf Qeigefls ;;three ,,comrwnents 
i* been describeii, sepafatelx or, ih^Rajtial 
^mbinatib^ 

ffiW*»^ n * : ^^^'^ would have- bweeh 1 prima 
PCic bbvipus- to replace; tlieVpolymer cbmrx>- 
♦W\'of^liwwith^'he; ; li^ r s^jeMnhibitor 
§MA^pr%aM^ 
,-^hd I ahd^zinc ibnsVi both, known ^cprrofiion 
P^lbitorsjTto^SSM 1 both 'scale 

cbrrbsiorir' resistance" in^obblihg \ water 
JNiWmS: '/« /^^rit/iove«;^26 F.2d846; ^0, 
M US;P^^^J072;(GCP^ 
mMtd Mining 
^r*Co^M%USPQ"lQ20 

iThe^Hcant m^fi^i^tl^TO's 
^f jmn facie case, argiieb 1 that his three [com- 
ment systems exhibits superior properties, 
ii that the superiority was not obvious in 
iiW of the^cited references. In support of 
P Argument the applicant relied on experi- 
bjHafdata in the specification. 

the specification contains data on the-cor- 
|0n/scale (control ? capability of various 



c^mbihVtibM 
comparing -the a^ 

"cohtaihing SSM Aiwith y 

■ : tems^contairiihg other :prefer red • scaleHpre- 

-VenHtfg^lymehr of trie jiripriart? These data 
showed significant superioritycof 1 applicant's 
system;Kthis wjis, ,npt f disputed^; vTheJjBoard 

f nevertheless ^held that ihe.pfi^ 

/was;hqtVrebutt^ 

fnbtahciude^ata^ 

!S!SMXalpne,;^ 

^fofmance^bf/such^co 

I to ' the, su^riority^of4:SSM^ :;yis-a-yiC ; r the 
ptHe^srale-^e^enti^^ 

I agreci with the Board to the ; extent that it 

^woulo^tiaVe^b^ 

-cliide sifch data^Hbweve^ 

I believ^that^the ^ applicant 's^show^ 

J reasonable^and ^ufficienti-He complied with 

the •requiremen^hat^the^ 

ihgv'must^fe^ufficieri^^^ 

; si6h^respe^in| thg^ 

-appliAni-s^claiine^'cb^ 
pounds of the clbsest pnbr^aftv-Trt reTayne, 

^606, F;2d ^303^3 16r 203 USPQ |245;;-j256 

f(C^A"l^)iV^:Su^ a ^'^f! e " 

; qiiate ^basis^7t6;suppbri aplegal cohclusjon of 

' unobviousness? '/«^ ■ JoA/wbnf 1 747 ,? F;2d 
1456, 1461, 223 USPQ 1260, 1264 (Fed. 

e .eir: 1984)r The applicant demonstrated the 
exceptional .corrosion inhibitipn achieved 
with/ihis^three^part v s^tem in * comparison 
with systems cbntainihglfie khbwh corrosion 

Jnhibitbirs .zinc ion ,» and ^prganophosphorus 
comppunds;;He*aFsp^^ 

tiori ^ With systems containing other known 
polymeric: scale' '- inhibitors such , as those 
taught by Hli'/ aiidi demoristrateo^ that ; those 
systems did not provide the imprpverrient in 

c corrosion and scale cpntrol achieved; withj^e 
SSM A combination: He also ;dempnstrated 

vthat neither poiyrnaleic anhyd^ 

^^ated^l>^rene^ same^efTe^ 

fcoTrbsion** : resistance^;as;" 
copolymer.. . . t [ . ^V^r^ff:^ . ^ , 

'■fi;t>^ii it 1 " $\-\'- 

:\ ;[ Appucaht:^nipared-his : sy stem! ^hh, the 
;imostrelevant;pripr art^Itnsnot^reqjuired^that 
- the claimed invemiprilbe:compared with;sub- 
;ject :matteDthat5dbeSi;ii6t exist intithe prior 
arti^The ^applicant 4srnotjrequiredjto: create 
; ipriof^ y ^art; > nor i to jprovei ^tha t ^ his;; invention 
c would have been obvious if the prior artLwere 
^different:than ; it actually^was.n 0<\:m^ii 

The Board also upheld the exarninef's ^ ad- 
ditional rejection that . it wpuld .haye^been 
'bbviofi to addziric ion 
SSMA/phosphonate 'system of ^HWarThe 
Hwa system^is for the reduction r 6f scale and 
.^slu'dge: at - the high temperatures bfi-steam 
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boilers, :and it was, uncpntrovertepVt hat zinc 
, ion Js npt:usable i.at high temperatures. AppH-: 
^cant " provided -.data showing that - 1 he£ H wa 

system; is relatively inefi^ctiye t in aicpojing 

systemy^he; ; Board ^ 
? r^iUpn^prints scientific merits; \ r; J « * }^ > 

r ; The 0 applicant ~ : c«mparelf ' SlSMA/phps- 
photiate' (Hwa) " alone; SSM A/zinc, ' and 
pho T sphbnate/z^ 

system; and achieved* results that the Board 
held showed : "superi6r^per 
"results are sufficient in them 
prima facid case'df obviousness. See Ihre,De 
Blauwe, 736 F.2d'699; : 705; 222 USPQ 191, 
196 (Fed. Cir. 1984). . 

Turning to the: rejection rpn the, breadth of 
the claim language, ;the;l imitations, ia ; the 
claims appear tp t be : reaspnably r commensur- 
■ ate with the disclosure? Although 1 : 1 dprnot 
agree with the app]icant;that it. is incumbent 
on, the Commissioner, to offer "technicaheyi- 
idence^iapplicant's :.specific ; exampies>are.;jl- 
.-lustra tiye of ?the .-I l imitations /described in the 
sped fica t ion, a nd n a re npt i n-t .he mselyes fur- 
: } t he r ; I im i tat ions . In re- J oh nson, 558 Fv2d 
. j 008,; 1017, ,194 : USPQ. ,1 87vrl 95 »(eGRA 
• \911)'Jn,re Goffe, 542^2(1 564„567C 191 
■ > USPQ;42MiU(CCPA , 1 i976),-, v,; 



in view-pf^plaintifrsifrivolous appeal pf. fed- 
eral district J court's decision that- parties' 
settlement agreement; ^was.eriforceable. ; 

^"Xpj^ for; the Middle 

^District of r Flonda^astkgna," 1. ; = 1 

T . Actibri .by^Sr and ^ J : "Manufacturing ;,C6. 
Jncl,;SauXR;vSr^ Sales Inc., 

against 'thie^Couhty of Hillsborough, Flpridta, 

et al^fpr patenfinfring^ 

denying piaihtirTs motion to 'set' aside and 

granting defendant'^ motion to enforce set- 
~tlem^ 



^fceonard:^ 

Ed I ward ;Kondrackif . of ! Kerktiami : S toweli, 
'li* Kohdracki ^ Clarke; Tall^ Chu^ ^a,, 
jl-arid deorge Rahdert. ^tRkhdert; Acpsta 
r Dicksbh^St.Pet^ 
rtr : Feeney, oY^ Kerkham, Stowbll, ;;Kbh- 
\d racki '& ^ darke^Falls 1 ; Church;' Va.,;.Jcr 
; 'I: ;seph Splcbla; of Rahdert;' Acosta'.£ Dick- 
son, St. 4 Petersburg; FTa/i; andj R. Elliott 
^Durin, ! tampa;'na.,'> them '.on^ the 

";;'b^ 



* Be : fore^Nie sf'iBtisseU^and^Arcn^, "Circuit 



Coiirt of A ppeals. Federal Circuit ! / 

S a^d? ^Manufacturing; Co.' v. County = 'of 
■>&)dtiioy ;i^Hillsborough; : Floridav^ OvGii/j 

ir a Decided March 31, 1987: 

-JUDICIAL PRACTICE MND 
i PROCEDURE - mH. j^MS-;^^^''^^: 

. 1., Procedure . — Settlement agreements; 
consent I :decrees;^ waived .'releases 

■ '^tniMsr ' v':,; y ;;' 

Federal district court did not err in finding 
-that enforceable; settlement agreement had 
been-Teached between- patent infringement 
parties; ; despite oplaintiffsa- argument* that 
i\ agreement 'wasi "agreement \ to . agree"-*be- 

■ 'cause* ho adequate drawing of noninf ringing 
; structureywas'- prepared, osince; drawing? at 
issue was initialed and referenced as showing 
acceptable* noninfringing structure., v >tU. 

. • REMEDIES- ;, ? > : f • hi:- rrt. ^ ■•*lv^ -\ ../ , v' 
21 Monetary . remedies ' ' Damages 4 1 ^ In 

? Defendants in: patent nnfririgement suites 
ri.-entitled to damages under FedvR:App:P. 38, 



Bissell, Circuit Jjrfge^^ 



S and t Manufacturing Co., Inc., Saul R. 
: Spedtor; and;,Stecp Sales,' J he; (collectively, 
' S Set) seek to;0yisr\urn the final prder^of ^he 




S &T's motion to se? the 1 case on the /district : 

cbiirt'^ trial "docket and granted the ^ 

fifed i by trieCounty ; of Hillsborough; Florida, 

Har-Dee. r Mariufac^ Plant .City 

Steel tb:f Ha^rscb Co 

Salesja^d;Se^ices^'I^ 

bdrougrij enfbr^^th^ ?agree- / 

, ^ht,The]distnct courtf^ 

menf agreement . ,tetweeh. VS&T ;and 

Hillsborough was erifdr^ 

had : failedi to show a basis for voiding the 
6 agreerhehtI c We : affirm; 11 : l '^ Jh< >. J' 1 ■ ' 



BACKGROUND 



this case arises out of a patent infringe- 
ment 1 dispute; concerning t U.S. Patent No. 
3,8 15,764. .Ther,parties- with .their counsel 
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r/leeSii to, any consumer: whos has 
Uoss-as aresult of a violation of the 
$e i choice of vthe word "anyone" 
bf^ the ^rword £ "consumer" v; in 
l^^tJheVefbre; seems deliberate; and 
iaUthe^scope of the enjoindert rem- 
ater£^ 

* t.Ct t^J jh . ' "I ' ■ ' ' . . > t V" .'1 f 2 

o\^:\n'Li^S^€o. v. Marks, 480 
141 (S^Fl^u 1979), while A denying 
isumer.damages under the. Act, : im- 
jU'a declaratory-. judgment:^ 
n:.woui 1 d l have.,' > been available. Fui> 
j, WOntied-Feature Syndicate;, inc. 
seZ'tibja^Co:^ 56$ E.Supp. (f J47,5 
i ; ;i983) XJ. Paine), the r Cpurt ,con : 
ie '^t^^prptect owners oTcogy^ 
imtinfrihgenierit. Ms? > ^ isfjr 
thou|h'lhe:'statute.;is ■generanyvd!: 
Tiraditio^ 

lurpose! is to protect' the unsopKisti- 
m'beihg conned into unsound invest- 
leeOBlaclchtl "Departmenfyof Legal 
468 So; 2d 451 (198 5);VtHe extension 
atute's scope to others* damaged- by 
rade practices is. not lunique: Many 
ions^have^ interpreted ^imilar con- 
protection J statutes , ton encompass 
ric violations that could cause confu- 
h misunderstanding to.'the;; average 
sr^herefore; it is: LooiJ&& \ 

ERED AND ADJUDGED that De- 
j; motion is hereby DENIED,^ %:y 



: industries v.SI^Induf ^59^ S\^p r 
D^Flari983)"the court coristrued- Section : : 
[3) f V6 r exciude trademark cases: from the 
it Section excludes "a claim for damage to ' 
other than the property thatlis thesubject 
x>nsumen;transaction:" ; Nothing :in»that 
however, ^excludes Plaintiff^frpm>seeking 
atofy judgment and an injunction^ 
itihued infringement of its trademark ^ 
89 ALR 3d 449;^ 468 Tor cases ; where 
eld that the use of tradenames constituted 
ori of * deceptive trade practice statutejor 
sr^protection^acti^^r^x; J 

X. -i.-. -v; ; - : v 'j'' V s : ■< ' ,' \ : . ' itftf J 

- , - rv ■, '■; •" t' ^C'OQ.' 
•>....•;, £st3P. 

..; ^'-gsfc 5 ^ 
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PATENTS ' : 

,1. Patentability /Validity — Anticipation — 
^ XlJripr art (§115.0703) >, ; ; ^ i 

^ ti.S 1 . I nternatipnal "Trade 'Commission iiid 
not^'use impermissible. *Mi>sissimus ( ' Verbis" 
Jtest :i h ■ fi ndi ng tha t ^cl a i med; process [ for .mak- 
ji rig' 'ara'mid' ;: fibers ' 4 was_7n6t ;a n ticipated ; bu X 
'father properly found that^pribrjari 
disclose' such process to n one' f of ord i riary skill 
1n,art andthatpnof'a 

i f foFusc ;6f sulfuric aciii did not tail for use of 
^8 r percen't;con 

of ; claimedpprbcessi; s li 1 - 

Jfuric acidf is .not ihherem 

4ic¥cid -toVne skilled in iri!^\ : ^ '' ; l '" ' 

il. - U.S.* International Trade Commission — 
tfeirln general (§1 15.01); ■ .x 

International Trade'Com mission 
yistrative, protective, order which^wmitted 
'access, to " bonfidentiar.busiriess.^^^^^ 
jpr§duced^ during d^coyery ;phaseC^of. inyesti- 
j^ion^bx both, parties'! outside 
t ncfif .bjf .'management person nej , | or'., ih-bouse 
^coiiriseL of either company was Jproper,, since 
order ; d id ^umlaterally. jrnmunize purportedly 
xohfideritiai documents" from 
Ity^ha llengi ng' T of der, \ since lorder'rproyided 
t mechanism ^ 

pbj ect tpydesighatipn,pf ^-inf^pf matioh ; as cqnfi- 
dehtial, !^ani.sm^^ 

^failedSo' proved need for., access to such Jin for- 
r t ma tion , nor ha rm toij t . f rom nondisclosure. 

1^ U.S. International Trade Commission — 
^P^Burdeh of proof(§ 11 5.05^ - ' 

1' ^InternationaKTrade: Commission ; did: not 
; ierr in^determining that unlawful; importation 
infringing aramidr; fibers: violated- ^Tariff 
; Actls Section:337, 1 9.USQ4 337, based. upon 
jts^finding, /supported , by - substantial fevi- 
dence, .that such importation ,» will haye ; .ten- 
dency to . injure >dprnestic.. industry; .despite 
eyjdence that , domestic, industry 's.t profits 
irpm-jsale of fibers wiii.. ( increasehtnotwith- 
standing such; entry : in ta market, isincejssue 
under Section 337 is not whether domestic 
industry profits will increase beyond current 
levels, but whether importer's presence in 
market wi 1 1 : su bstan it ial ly injure ddrriest ic ; in : 
d ustr^'s v ,Busi ness v diiri ng , i;emaini ng . J ife-* pf 
patent. v \ " "" : " J t V ' '. 



4. U.S. International Trade C mmission — 
Jurisdiction (§115.03) 

IriternatioriaiTracle Commission^ proceed- 
ing under Tariff; Act's Sectioh^37, 19 USC 
13 37,. is not Vihhe'irently judicial" prow 
that must' be adjudicated by ; Constitu- 
tion's ; Article III courts, even though private 
rights 1 may .be aff ected ' by Section; 337 pro- 
ceedings; since ma in thrust of ^ Section 337 is 
to protect publ ip; i hterest' from" -unf a ir^ t rade 
practices in : international : commerce, \ ;and 
since Section 337 represents valid delegation 
of broad congressional power to achieve such 
purpose. 



; Appeal '.from vU;S. - Internationale Trade 
Commission..; \ - ■ v- 

^. U.S\r -International < Trade Commission in- 
vestigation on /behalf of Ed. -du -Pont. de 
fNernpursjandv.Co.i7 for exclusion of; certain 
aramidt,fibers;,covered: by U;S., patent, in 
wh'ichj^AkTO-' N.y.i'fEnkat B:V; ; ^ Aramide 
Maaitschappij v.p.f .; and Akzona Incorporat- 
ed^ wereVXtesignated as respondehtsr ;Frbm 
exclusion ? prder .prohibiting importation,: re- 
spondents 'appeals AfBrmedv :k 

Denis ;fMcInerney;->andi Cahill ', Gordon /. & 
; ? Reindel^vboth . of > New? York; N. Y.rrC. 
. Frederick- Leydig, : . a nd Leydig, ? ^ V.oit> & 
: • : - Maycr^:fctdr,frboth-' • ofj • Ghicago,'/Ill.v, and 
Tom M Schaumbergi \ Cecilia H : Gonza- 
; . lez, and y Plaia-& Schaumberg, Chartered, 
all of WashingtonvxD.C;i(David ; R. Hyde, 
; Laurence ;T. )Sorkin, George ; Wai land, P. 
v:^*kevin>|QastelV,GhaFles/S^\&lakovic, John 
Kilyk, Jr:, Norval B. Galloway, and Rob- 
ert H. Falk, and Hubbard, Thurman, 
Turner & Tucker,:both of Dallas, Texas, 
on the brief), for appellants 

Catherine Field, Office of the General Coun- 
sel, U.S. International Trade: Commission 
(Michael*: P.< r, Mabile, assistant general 
counsel^ on the brief), for appellee. : 

Daniel M. Gribfch, and Covington & Burl- 

: ing, both of Washi 
Fitzpatrick^ and. Fitzpatrick, Cella, Harp- 

. : er, &;;Scinto, both ,:qf New : - Y6rk, \ N. Y. 

: : (Harris ^einstein,4ames R.rAtwood^Eu- 
genevD.*Guiland, iDwight G. Smith; III, 

■ and Stephen H. Marcus, -and v John A. 
O' Brien; 1 Henry * J Rerik, Charles 1 P; Ba- 
ker;' Iiaura^ A^ Bauei*; and Bruce C . : Haas , 
oh the brief) / for t in tervenpr-appfel leej E.I. 
d u ^pnt de; Nemours; V . I '! * , : * ; \ . 

Before>^aricey, Chief Judge, and Davis and 
Nies, Circuit Judges. - n-t r m - - 
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Davis, Circuit Judge. 

This is an appeal by Akzo, N.V., Enka 
B.V., Aramide Maatschappij v.o.f. and Ak- 
zona Inc. (appellants or Akzo) from an ex- 
clusion order by the United States Interna- 
tional Trade Commission (Commission or 
trial tribunal) pursuant to §§337 and 337a of 
the Tariff Act of 1930, 19 U.S.C. §§1337, 
1337a (1982), prohibiting the importation 
into the United States of aramid fibers man- 
ufactured by Akzo in the Netherlands. We 
affirm. 

I. Background; Issues; 
Scope of Review 

A. Background. On April 18, 1984, E.I. 
du Pont de Nemours and Company (appellee 
or Du Pont) filed a complaint with the Com- 
mission under §337 of the Tariff Act of 1 930 
(19 U.S.C. §1337).' The complaint alleged 
that Akzo had engaged in unfair methods of 
competition and unfair acts including the 
importation, sale and marketing in the Unit- 
ed States of certain aramid fibers. 2 pro- 
duced in the Netherlands by a process pur- 
portedly covered by the claims of Du Pont's 
U.S. Letters Patent No. 3,767,756 (the 
Blades or '756 patent). In addition, the com- 
plaint charged Akzo with attempting both to 
exploit applications of aramid fibers and to 
penetrate markets for aramid fibers created 
by Du Pont. Finally, the complaint alleged 
that the effect or tendency of the unfair 
methods of competition and unfair acts was 
to destroy or substantially injure an industry, 
efficiently and economically operated, in the 
United States. 



' 19 U.S.C. §1337 (1976) provides in pertinent 
. part: 

Unfair practices in import trade 

(a) Unfair methods of competition declared 

unlawful 

Unfair methods of competition and unfair acts 
in the importation of articles into the United 
States, or in their sale by the owner, importer, 
consignee, or agent of either, the effect or ten- 
dency of which is to destroy or substantially 
injure an industry, efficiently and economically 
operated, in the United States, or to prevent the 
establishment of such an industry, or to restrain 
or monopolize trade and commerce in the Unit- 
ed States, are declared unlawful, and when 
found by the Commission to exist shall be dealt 
with, in addition to any other provisions of law, 
as provided in this section. 
3 As indicated in Part II, infra, aramid fibers 
are the strongest commercial synthetic fibers 
known to man — about five times stronger than 
steel on an equal weight basis.. 



After evaluating Du Pont's complaint, the 
Commission instituted an investigation pur- 
suant to §337(b), 19 U.S.C. §1337(b), and 
an administrative law judge (ALJ) was as- 
signed to preside over the investigation. 

The major substantive question before the 
ALJ (and now before us) is the validity and 
enforceability of Du Pont's Blades patent. 
Those issues, and the related facts and. cir- 
cumstances, are set forth and discussed in 
Part II, infra. The major procedural issue is 
whether Akzo was denied due process be- 
cause Du Pont's confidential documents 
were not disclosed to appellants' manage- 
ment. This problem (together with an al- 
leged violation of treaty rights) is considered 
in Part III, infra. The other issues presented 
to us are dealt with in Part IV, infra. 

Following 14 days of hearing the ALJ 
issued an initial determination holding that 
there was a violation of §337(a) of the Tariff 
Act of 1930 in the unlawful importation or 
sale of certain aramid fibers produced over- 
seas by means of a process that if practiced 
in the United States would infringe the 
Blades '756 patent, and that importation has 
the tendency to injure substantially an effi- 
ciently and economically operated industry 
in the United States. 

Akzo filed a petition for review of the 
ALJ's initial determination on June 3, 1985. 
On July 15, 1985, the Commission decided 
to review only those portions of the initial 
determination pertaining to anticipation and 
obviousness of the Blades '756 patent under 
335 U.S.C. §§102 and 103. Ultimately, the 
Commission affirmed the ALJ's findings 
and conclusions on anticipation and obvious- 
ness and determined that appellants had 
failed to prove the Blades '756 patent inval- 
id. Having decided not to review the remain- 
der of the initial determination, the Commis- 
sion concluded that there was a violation of 
§337. Accordingly, on November 25, 1985, 
the Commission, after further consideration, 
entered an exclusion order limited to certain 
forms of aramid fibers produced by Akzo. 
The Commission's order became final on 
January 25, 1986 when the President de- 
clined to overrule it pursuant to §337(g). 

B. Issues. On this appeal, Akzo raises a 
number of issues for us to resolve: 

(1) whether the Commission's finding that 
claim 13 of the '756 patent was "not 
invalid" and "not unenforceable" is sup- 
ported by substantial evidence; 3 



J Akzo presents no contention that, if claim 13 
of the '756 patent is valid and enforceable, Akzo 
would not infringe if it used its same process in this 
country. 
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After evaluating Du Pontes complaint, the 
Commission instituted an investigation pur- 
suant to §337(b), 19 U.S.C. §1 337(b), and 
an administrative law judge (ALJ) was as- 
signed to preside over the investigation. 

The major substantive question before the 
ALJ (and now before us) is the validity and 
enforceability of Du Pont's Blades patent. 
Those issues, and the related facts and cir- 
cumstances, are set forth and discussed in 
Part II, infra. The major procedural issue is 
whether Akzo was denied due process be- 
cause Du Pont's confidential documents 
were not disclosed to appellants' manage- 
ment. This problem (together with an al- 
leged violation of treaty rights) is considered 
in Part III, infra. The other issues presented 
to us are dealt with in Part IV, infra. 

Following 14 days of hearing the ALJ 
issued an initial determination holding that 
there was a violation of §337(a) of the Tariff 
Act of 1930 in the unlawful importation or 
sale of certain aramid fibers produced over- 
seas by means of a process that if practiced 
in the United States would infringe the 
Blades '756 patent, and that importation has 
the tendency to injure substantially an effi- 
ciently and economically operated industry 
in the United States. 

Akzo filed a petition for review of the 
ALJ's initial determination on June 3, 1985. 
On July 15, 1985, the Commission decided 
to review only those portions of the initial 
determination pertaining to anticipation and 
obviousness of the Blades '756 patent under 
335 U.S.C §§102 and 103. Ultimately, the 
Commission affirmed the ALJ's findings 
and conclusions on anticipation and obvious- 
ness and determined that appellants had 
failed to prove the Blades '756 patent inval- 
id. Having decided not to review the remain- 
der of the initial determination, the Commis- 
sion concluded that there was a violation of 
§337. Accordingly, on November 25, 1985, 
the Commission, after further consideration, 
entered an exclusion order limited to certain 
forms of aramid fibers produced by Akzo. 
The Commission's order became final on 
January 25, 1986 when the President de- 
clined to overrule it pursuant to §337(g). 

B. Issues. On this appeal, Akzo raises a 
number of issues for us to resolve: 
(1) whether the Commission's finding that 
claim 13 of the '756 patent was "not 
invalid" and "not unenforceable" is sup- 
ported by substantial evidence; 3 



1 Akzo presents no contention that, if claim 13 
of the '756 patent is valid and enforceable, Akzo 
would not infringe if it used its same process in this 
country. 



(2) whether Akzo's due process and treaty 
rights were violated in the Commission 
proceeding; 

(3) whether the Commission, as a non- 
Article III tribunal, is constitutionally 
prohibited from adjudicating the validity 
and enforceability of patents; 

(4) whether the Commission's finding that 
Akzo's sales of aramid fibers in the United 
States would have a tendency to "destroy 
or substantially injure" an industry eco- 
nomically and efficiently operated is sup- 
ported by substantial evidence; 

(5) whether the Commission's conclusion 
that Du Pont's value-in-use pricing did not 
violate the antitrust laws is correct and 
supported by substantial evidence; and 

(6) whether it is a defense to Du Pont's 
complaint that Du Pont employed a sol- 
vent included in a polymerization process 
patented by Akzo. 

C. Scope of review. This court defined our 
scope of review in cases appealed from the 
Commission in Beloit Corp. v. Valmet OY, 
(Order), 742 F.2d 1421, 223 USPQ 193 
(1984), cert, denied, 105 S. Ct. 2706, 86 L. 
Ed. 2d 721 (1985). There we held that the 
court "does not sit to review what the Com- 
mission has not decided." 742 F.2d at 1423, 
223 USPQ at 194. Beloit is distinguishable 
from this case because there the Commission 
specifically adopted only a portion of the 
presiding official's initial decision. See, e.g., 
American Hospital Supply Corp. v. Tra- 
venol Laboratories, Inc., 745 F.2d 1, 5 n.13, 
223 USPQ 577, 580 n.13 (Fed. Cir. 1984). 
In contrast, in the current case, the Commis- 
sion merely determined not to review the 
remainder of the initial decision, choosing to 
conduct its own §§102 and 103 analysis. The 
Commission neither rejected any part of the 
initial determination nor did it say that it 
was taking no position on any part of it. 
Although the Commission limited its own 
review to patent validity under §§102 and 
103, the fact that it affirmed the conclusion 
of the ALJ that there as a §337 violation 
makes reviewable those conclusions of the 
ALJ necessary for the Commission to have 
determined (as it did) that there was a §337 
violation. Accord Warner Brothers, Inc. v. 
U.S. International Trade Commission, 787 
F.2d 562, 229 USPQ 126 (Fed. Cir. 1986). 
This includes not only the §§102 and 103 
issues of anticipation and obviousness, but 
also whether there was inequitable conduct 
before the Patent Office and the other issues 
decided by the Commission and the ALJ. 4 



4 19 C.F.R. §210.53(h)(1986) provides that 
"(a]n initial determination . . . shall become the 
determination of the Commission . . . unless the 



//. Validity and Enforceability 
of the Blades Patent 

A. The Invention. 5 The Blades '756 pat- 
ent, "Dry-Jet Wet Spinning Process," was 
issued on October 23, 1973 to Dr. Herbert 
Blades and immediately assigned to Du 
Pont. The patent describes a method that 
produces a high strength synthetic polya- 
mide 6 fiber which Du Pont has marketed 
under the trade name Kevlar. This fiber has 
an extraordinary as-spun strength, five times 
stronger pound for pound than steel, as well 
as a modulus (stretch resistance) equal to 
glass, eight times as high as industrial grade 
polyester, and twenty-five times as high as 
industrial nylon. Kevlar is also much more 
heat resistant than industrial-grade nylon or 
polyester. These extraordinary physical 
properties, as well as Kevlar's light weight 
and rustproof character, have enabled Du 
Pont to market it for use in a variety of 
applications including, but not limited to, 
roping, spacecraft and airplane parts, bullet 
resistant clothing and armor, tires, and boat 
hulls. Depending upon its use, Kevlar has 
been used as a substitute for steel, alumi- 
num, asbestos, nylon, rayon, polyester, cot- 
ton, or cotton fiber. Kevlar is available as 
either a continuous rope or filament, or alter- 
natively as a staple or pulp. Staple consists of 
short filaments which can be spun into yarn. 
Pulp is ground fiber most often used as an 
asbestos substitute. 

The procedure by which the synthetic fi- 
ber is manufactured involves dry spinning 
polyamides from coagulation solutions called 
dopes. In dry spinning, a specialized filter 
called a spinneret is placed a short distance 
from a bath of spinning dope that is extruded 
through a layer of gas and into an aqueous 



Commission . . . shall have ordered review of the 
initial determination or certain issues therein 
. . . In accepting the necessary conclusions of the 
ALJ we do not hold that the Commission must 
have concurred with each and every individual 
factual finding of the ALJ to support its 
conclusion. 

5 Our recitation of the facts follows the ALJ's 
and the Commission's findings which are support- 
ed by at least substantial evidence. See Surface 
Technology, Inc. v. U.S. International Trade 
Commission, 801 F.2d 1336, 1340, 231 USPQ 
192, 195 (Fed. Cir. 1986). 

6 Polyamides are polymers containing amide 
linkages. Aromatic polymers are polyamides 
where the radicals linking the amide linkages 
constitute aromatic radicals. The polymer de- 
scribed in claim 13 of the Blades '756 patent is a 
wholly aromatic para-positioned polyamide. 
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coagulation bath. 7 The dope used in the 
Blades '756 patent . consists of para-posi- 
tioned aromatic polyamides dissolved in 
highly concentrated sulfuric acid and heated 
to around 100*C The polyamide used is a 
high molecular weight poly(p-phenylene ter- 
ephthalamide) (PPD-T). 

...Q-U-O-l- 

The high molecular weight of the polyamide 
results in a high inherent viscosity • of ap- 
proximately 4.4% when 20% PPD-T by 
weight is dissolved in approximately 100 /o 
sulfuric acid. 

In 1969 Dr. Blades, one of Du Ponts 
research scientists, began to develop and 
conduct experiments aimed at producing a 
high-strength synthetic fiber. Blades exclu- 
sively employed a wet-spinning method in his 
early work, using PPD-T as well as other 
polymers. This early work had minimal suc- 
cess. Although the dry-spinning method was 
known by Du Pont scientists a 1966 report 
indicated that the low solubility of PPD-T 
precluded use of the dry-spinning technique. 
In 1969, Du Pontes Dr. Peter Boettcher sug- 
gested to Blades that dry spinning might 
improve the end-results by influencing co- 
agulation. Dr. Boettcher had learned about 
dry spinning from a Monsanto Morgan pat- 
ent (Morgan '645 patent). 

Blades' early experimentation with the 
dry-spinning process did not yield fiber with 
an increased tenacity despite the fact that 
dry spinning was known to improve fiber 
tenacity using other dopes. Blades 1 initial 
conclusion was that dry spinning would be 
unsuccessful with PPD-T. Nevertheless, he 
continued experimenting with the dry-spin- 
ning process, and, at his supervisor's sugges- 
tion, began using sulfuric acid as a solvent. 
Blades also redesigned and built a mixing 
device because of some difficulties he en- 
countered mixing PPD-T with the sulfuric 
acid. Sulfuric acid was not an evident candi- 
date as a solvent because it was known to 
react with the polymer and become degraded 



at high temperatures. Blades discovered 
however, that he could produce an improved 
fiber using 10.2% polyamide in about 100% 
sulfuric acid. Under this system he found 
that there was no difference in tensile 
strength of the fiber using a wet-spun or dry- 
spun method. PPD-T was a somewhat unusu- 
al choice of polymer for this work because of 
its characteristic rigidity caused , by ; the 
placement of para-oriented aromatic rings in 
the chain. The para-positioning of the. aro- 
matic rings makes the polyamide much less 
soluble than analogous meta-positioned 
rings. But the fact is that, while meta-posi- 
tioned polymers generally form only isotrop- 
ic solutions, para-positioned polymers ot 
Blades' invention form, anisotropic solu- 
tions 9 at high concentrations. 

In subsequent trials, Blades increased the 
concentration of PPD-T and obtained a sig- 
nificantly improved fiber, especially using 
the dry-spinning method. When : the. system 
was operated at room temperature, however 
he found that undissolved polyamide clogged 
up the holes of the spinneret. He therefore 
heated the dope at these higher concentra- 
tions to dissolve all the polyamide and keep 
the system above the melting point. To his 
surprise, Blades discovered that there was 
little or no degradation of the-polyamide at 
high temperatures. He explained this unex- 
pected absence of degradation by theorizing 
that, when the system contains high ^concen- 
trations of PPD-T, the sulfuric acid binds to 
the polymer and chemically deactivates it. 

After numerous trials, Blades found that 
an optional fiber could be produced using 
PPD-T of 4.4 inherent viscosity at a 20% 
concentration in approximately 100% sulfu; 
ric acid. The dope was then heated to 95 L 
and dry spinning was then earned out at 
about 100X: The resultant fiber had a te- 
nacity of approximately two times that ot 
previous experimental fibers. 

In April 1971, Blades filed an application 
with the PTO claiming the method of mak- 
ing these aramid fibers, the initial applica- 
tion and two subsequent applications were 
rejected in large part on the basis of anticipa- 
tion by the Morgan '645 and the Kwolek 
'542 patents which Du Pont had brought to 
the attention of the examiner. Initially the 



7 Dry spinning can be contrasted with wet 
spinning where the spinneret is placed directly into 
the spinning dope. Wet spinning is the process 
used to make a number of synthetic fibers includ- 
ing rayon and nylon. 

1 Inherent viscosity ( inh) is a measure ot 
viscosity used in polymer chemistry. 

measured at ; the same temperature: 



9 An anisotropic solution exhibits optical bire- 
fringence (i.e., the liquid crystalline solution re- 
fracts light in two directions). This characteristic 
imparts a high degree of orientation to the spun 
fibers yielding a stiffer and stronger end product 
without requiring post-coagulation drawing as , is 
required is other man-made fibers such as nylon 
and rayon. 
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h temperatures. Blades discovered, 
er, that he could produce an improved 
:siiig 10.2% polyamide in about 100% 
\c acid. Under this system he found 
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*th of the fiber using a wet-spun or dry- 
nethod. PPD-T was a somewhat unusu- 
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1 polymers generally form only isotrop- 
lutions, para-positioned polymers of 
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subsequent trials, Blades increased the 
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ntly improved fiber, especially using 
ry-spinning method. When the system 
>perated at room temperature, however, 
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►ptional fiber could be produced using 
»-T of 4.4 inherent viscosity at a 20% 
:entration in approximately 100% sulfu^ 
icid. The dope was then heated to 95 *C 

dry spinning was then carried out at 
it 100°C. The resultant fiber had a te- 
ty of approximately" two times that of 
-ious experimental fibers, 
i April 1971, Blades filed an application 
i the PTO claiming the method of mak- 
these aramid fibers, the initial apphca- 

and two subsequent applications were 
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An anisotropic solution exhibits optical bire- 
gence (i.e., the liquid crystalline solution re- 
its light in two directions). This characteristic 
•arts a high degree of orientation to the spun 
rs yielding a stiffer and stronger end product 
iout requiring post-coagulation drawing as is 
uired is other man-made fibers such as nylon 
. rayon. 



examiner also rejected the application under 
35 U.S.C. §103. Blades, however, was able to 
overcome the examiner's objections, and on 
May 2, 1973, the PTO gave notice of 
allowance of the Blades '756 patent. Blades 
assigned the patent rights to Du Pont. 

B. Validity. Claim 13, the narrowest 
claim, is the only claim involved on this 
appeal. 10 Akzo says that that claim is invalid 
under 35 U.S.C. §§ 102 and 103. More 
specifically, Akzo argues that the Commis- 
sion misconstrued the legal standard of an- 
ticipation and therefore erroneously held 
that the Blades '756 patent was not antici- 
pated. In addition, appellants argue that the 
Commission failed properly to evaluate the 
prior art in determining obviousness vel non. 
Of course, it goes without elaboration that 
the Blades '756 patent enjoys a presumption 
of validity under 35 U.S.C. §282. 

[1] As we have said, Akzo challenges the 
Commission's use of § 1 02, claiming that that 
tribunal misinterpreted the legal standard of 
anticipation. Under 35 U.S.C, § 102, antici- 
pation requires that each and every element 
of the claimed invention be disclosed in a 
prior art reference. IV. L. Gore & Associates, 
Inc. v. Garlock, Inc., 721 F.2d 1540, 1554, 
220 USPQ 303, 313 (Fed. Cir. 1983), cert, 
denied, 469 U.S. 851 (1984). In addition, the 
prior art reference must be enabling, thus 
placing the allegedly disclosed matter in the 
possession of the public. In re Brown, 329 
F.2d 1006, 1011, 141 USPQ 245, 249 
(CCPA 1964). Akzo asserts, however, that 
the Commission wrongly used an "ipsissimis 
verbis test" in reaching its conclusion that 
the Blades '756 patent was not anticipated 
by the Morgan '645 disclosure." We do not 
read the Commission's opinion as requiring 
such an "ipsissimis verbis test." Rather, we 
understand that opinion as simply finding 
that the prior art reference did not disclose, 
to one of ordinary skill in the art, 12 the 



10 Claim 13 reads as follows: 

A method comprising extruding a spinning dope 
from an orifice through a layer of gas and into 
an aqueous bath at a temperature of under 
50 *C said dope comprising a polyamide and a 
solvent of sulfuric acid of at least 98% concen- 
tration at a concentration of at least 40 grams of 
said polyamide per 100 ml. of solvent, said 
polyamide having an inherent viscosity of at 
least 3.0 and being poly(p-phenylene 
terephthalamide). 

l! An "ipsissimis verbis" test requires the same 
terminology in the prior art in order to find 
anticipation. 

11 The Commission made specific findings on 
the skill of the art. It concluded that the skill in the 
art was high — that of a doctorate or post-doctor- 
ate in chemistry. 



process for making the aramid fibers de- 
scribed in claim 13. The Commission noted 
that while the Morgan '645 patent called for 
the use of sulfuric acid, it did not call for the 
use of at least 98% concentrated sulfuric acid 
which was critical for the success of the 
Blades process. The Commission also con- 
curred with the ALJ and found that concen- 
trated sulfuric acid is not inherently 98% 
sulfuric acid to one skilled in the art. 

Because we determine that the Commis- 
sion did not use an incorrect legal standard 
under §102, we are bound to accept its and 
the ALJ's factual findings if supported by 
substantial evidence. 5 U.S.C. §706 (1982). 
As appellants themselves point out, anticipa- 
tion under §102 is a factual determination. 
Lindemann Maschinenfabrik GMBH v. 
American Hoist & Derrick Co., 730 F.2d 
1452, 1458, 221 USPQ 481, 485 (Fed. Cir. 
1984). We must conclude that there is sub- 
stantial evidence in the record supporting the 
Commission's conclusion that claim 13 of 
the Blades '756 patent was not anticipated 
by the prior art. As the Supreme Court noted 
in Universal Camera v. NLRB, 350 U.S. 
474, 488 (1951), the substantial evidence 
standard does not allow a court to conduct a 
de novo investigation of the evidence on the 
record before it and reach an independent 
conclusion; rather, the court's review is limit- 
ed to deciding whether there is sufficient 
evidence in the record considered as a whole 
to support the agency's findings. The mere 
fact that a reasonable person might reach 
some other conclusion is insufficient for this 
court to overturn the agency's conclusion. 
See SSIH Equipment S.A. v. U.S. Interna- 
tional Trade Commission, 718 F.2d 365, 
381, 218 USPQ 678, 691 (Fed. Cir. 1983) 
(additional views of Judge Nies). 

The ALJ concluded, after extensive analy- 
sis, that the claimed invention of the Blades 
'756 patent was not anticipated by prior art, 
including the Morgan '645 patent. He noted 
that, while the Morgan '645 patent teaches 
the use of an airgap, the use of airgap in and 
of itself does not guarantee an improved 
fiber. This was obvious from Blades' early 
work. The ALJ also found that sulfuric acid 
in any concentration was not disclosed as a 
solvent in the Morgan '645 patent; or did 
that patent disclose PPD-T in its optically 
anisotropic state. Moreover, the ALJ found 
that the Morgan '645 patent was not an 
enabling disclosure with regard to the 
claimed spinning dope. Neither the 1 8% con- 
centration of PPD-T nor the heating of the 
dope to achieve this concentration was dis- 
closed in the Morgan '645 patent. The ALJ 
also rejected appellants' arguments that the 
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Blades process was anticipated by the Hill 
and Smith patents which were referenced in 
the Morgan '645 patent. This would have 
required Blades randomly to pick and choose 
among a number of different polyamides, a 
plurality of solvents, and a range of inherent 
viscosities. The ALJ rejected such random 
picking and choosing" of P™r art. relymg on 
fnre Arkley, 455 F.2d 586, 587, 172 USPg 
524 526 (CCPA 1972), and concluded in 
effect that the anticipatory reference must 
disclose in the prior art a thing substantially 
identical with the claimed invention. In a 
somewhat more limited consideration — re- 
stricted to the concentration of sulfuric acid 
in the Blades patent — the Commission itselt 
reached the same result. . 

Accordingly, we hold that there is substan- 
tial evidence in the record as a whole to 
sustain the Commission's (including the 
ALJ's) findings that the Blades process was 
not anticipated by any prior art 

Appellants say, as an alternative to their 
8102 argument, that the trial tribunal erred 
when it failed to find that the Blades 756 
patent would have been obvious under 35 
USC 8103 in view of the Morgan 645 ana 
Kwolek '542 patents. It is now established 
that obviousness is a question of law based on 
factual inquiries which include: 

( 1 ) the scope and content of the prior art 

(2) the difference between prior art and 
the claims at stake; . 

(3) the level of ordinary skill m the art, 

(4) d objective evidence of nonobviousness 
- (secondary factors). 

Such objective indications as commercial 
success and long-felt but unresolved needs 
failure of others, copying, and unexpected 
esults are relevant facts relating to the issue 
of validity See, e.g.. In re DeBlauwe,lU 
F 2d 699, 222 USPQ 191 (Fed. Cir. 1984) 
(obviousness a question of law to be deter- 
mined on the facts). Since obviousness ,s a 
question of law, we are not bound by he 
Commission's ultimate determination on he 
matter of §103 obviousness. See Corning 



» Appellants cite this court's opinion mT.tan 
ium Metals Corp. v. Banner 1 1 8 F 2d 775 
227 USPQ 773, 778-79 (Fed. Or 1985) as 
suDoorting their contention that the Blades 756 
E™ anticipated by the prior ^art. 7« 
Metals is easily distinguishable from this ca^e. 
There a single reference disclosed a range of 
alloys including that claimed by appellant In th.s 
case the Commission found that neither the Mor- 
gan '645 patent nor any other prior art reference 
disclosed the Blades '756 process. 



r.int* Wnrks v U.S. International Trade 

230 USPQ 822, 826 & n.5 (Fed. Cir. 1986). 

In the proceedings before the Commission, 
Du Pont premised its defense of nonobvious- 
ness on the basis that the prior art - mainly 
that the Morgan '645 patent and the Kwolek 
'542 patent - actually led away rather than 
toward the Blades process. The Commission 
found Du Pont's expert witness testimony to 
be compelling- That witness, Dr. Uhlmann 
explained why the Morgan 645 i paten , 
when considered w lt h other prior ar t refer- 
ences, including the Kwolek 542 Bair 941 
and Cipriani '793 P»* n &*°»^ 
rendered the invention of Blades 756 patent 
obvious. The Kwolek '542 patent calls fo 
conventional wet or dry spinning and calls 
for concentrations of PPD-T far lower than 
required by the Blades process. The Bair 
'941 patent does not disclose heating sulfuric 
acid with PPD-T to achieve an anisotropic 
solution. While the Morgan '745 patentdis- 
coses air-gap spinning, its emphasis is on 
meta-oriented polymers. Based on these, dif- 
ferences, Dr. Uhlmann concluded that one 
skilled in the art would not combine them or 
be led to the Blades invention. 

As the ALJ recognized, prior art refer- 
ences before the tribunal must be read as a 
whole and consideration must be given where 
the references diverge and teach away from 
'the claimed invention. W^*A ssw- 
ates Inc v Gar ock, 721 F.2d 1540. 1550, 
220 USPQ 303, 311 (Fed. Cir 1983), cert, 
denied, 469 U.S. 851 (1984). Moreover, ap- 
pellants cannot pick and choose among indi- 
vidual parts of assorted prior art references 
"as a mosaic to recreate a facsimile of the 
claimed invention." 721 F.2d at 1552 220 
USPQ at 312. In this case, the ALJ found 
that Akzo's expert witnesses could no* show 
how the prior art patents could be brought 
together to render the Blades '756 invention 
obvious without reconstructing the teachings 
of those patents assisted by hindsight. 

The secondary considerations also com- 
pelled the Commission to make a finding ol 
nonobviousness. The commercial success ol 
Du Pont's Kevlar patent has been enormous 
and its range of uses substantial Du Pont is 
still developing commercial applications for 
Kevlar, having spent significant amounts ol 
money in developing both new uses and new 
markets for the product. Commercial suc- 
cess is, of course, a strong factor favoring 
non-obviousness. Simmons 
Illinois Tool Works, Inc., 739 F.2d 157j. 
1S75 76 222 USPQ 774, 777, (Fed. Cir. 
984) cert denied. 471 U.S. 1065 (1985). 
Moreover, as the ALJ noted. Blades so ved , 
problem that Du Pont research scientists had 
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Glass Works v. U.S. International Trade 
Commission, 799 F.2d 1559, 1565 & n.5, 
230 USPQ 822, 826 & n.5 (Fed. Cir. 1986). 

In the proceedings before the Commission, 
Du Pont premised its defense of nonobvious- 
ness on the basis that the prior art — mainly 
that the Morgan '645 patent and the Kwolek 
'542 patent — actually led away rather than 
toward the Blades process. The Commission 
found Du Pont's expert witness 1 testimony to 
be compelling. That witness, Dr. Uhlmann, 
explained why the Morgan '645 patent, 
when considered with other prior art refer- 
ences, including the Kwolek '542, Bair '941, 
and Cipriani '793 patents, would not have 
rendered the invention of Blades '756 patent 
obvious. The Kwolek '542 patent calls for 
conventional wet or dry spinning and calls 
for concentrations of PPD-T far lower than 
required by the Blades process. The Bair 
'941 patent does not disclose heating sulfuric 
acid with PPD-T to achieve an anisotropic 
solution. While the Morgan '745 patent dis- 
coses air-gap spinning, its emphasis is on 
meta-oriented polymers. Based on these dif- 
ferences, Dr. Uhlmann concluded that one 
skilled in the art would not combine them or 
be led to the Blades invention. 

As the ALJ recognized, prior art refer- 
ences before the tribunal must be read as a 
whole and consideration must be given where 
the references diverge and teach away from 
the claimed invention. W.L. Gore & Associ- 
ates, Inc. v. Garlock, 721 F.2d 1540, 1550, 
220 USPQ 303, 311 (Fed. Cir. 1983), cert, 
denied, 469 U.S. 851 (1984). Moreover, ap- 
pellants cannot pick and choose among indi- 
vidual parts of assorted prior art references 
'as a mosaic to recreate a facsimile of the 
claimed invention." 721 F.2d at 1552, 220 
USPQ at 312. In this case, the ALJ found 
that Akzo's expert witnesses could not show 
how the prior art patents could be brought 
together to render the Blades '756 invention 
obvious without reconstructing the teachings 
of those patents assisted by hindsight. 

The secondary considerations also com- 
pelled the Commission to make a finding of 
nonobviousness. The commercial success of 
Du Pont's Kevlar patent has been enormous 
and its range of uses substantial. Du Pont is 
still developing commercial applications for 
Kevlar, having spent significant amounts of 
money in developing both new uses and new 
markets for the product. Commercial suc- 
cess is, of course, a strong factor favoring 
non-obviousness. Simmons Fastener Corp. v. 
Illinois Tool Works, Inc., 739 F.2d 1573, 
1575-76. 222 USPQ 774, 777, (Fed. Cir. 
1984), cert, denied, 471 U.S. 1065 (1985). 
Moreover, as the ALJ noted, Blades solved a 
problem that Du Pont research scientists had 



been tackling for years. The Blades process 
represents a solution to a long-felt need and 
practitioners in the field immediately recog- 
nized that that process was a remarkable 
advancement in polymer spinning technol- 
ogy. Indeed, as brought out in this appeal, 
even one of Akzo's scientific reports repeat- 
edly expressed concern for degradation of 
PPD-T and amazement at the disclosure of 
the Blades '756 process. 

We agree, therefore, with the Commis- 
sion's determination that the Blades '756 
patent is not invalid for anticipation or obvi- 
ousness. 

C. Alleged inequitable conduct before the 
Patent and Trademark Office (PTO). Appel- 
lants urge that Du Pont misled the patent 
examiner in two respects: first, that Du Pont 
submitted an affidavit to overcome the ex- 
aminer's obviousness objections that failed to 
compare the Blades process with the closest 
prior art; and, second, that Du Pont persis- 
tently argued that the Morgan '645 patent 
and the Kwolek '542 patent did not antici- 
pate the Blades patent. 

In J. P. Stevens & Co. v. Lex Tex Ltd., 141 
F.2d 1553, 223 USPQ 1089 (Fed. Cir. 
1984), cert, denied, 106 S. Ct. 73 (1985), 
this court articulated a two-prong test for 
establishing inequitable conduct before the 
PTO. To render a patent unenforceable, the 
proponent of the inequitable conduct must 
first establish by clear and convincing evi- 
dence that there was a material misrepresen- 
tation or omission of information, and then 
establish a threshold level of intent on the 
part of the applicant. See also Atlas Powder 
Co. v. E.I. du Pont de Nemours & Co., 750 
F.2d 1569, 1577-78,224 USPQ 409, 414-15 
(Fed. Cir. 1984). 

Our major standard for materiality is 
whether a reasonable examiner would con- 
sider the omission or misrepresentation im- 
portant in deciding whether to issue the pat- 
ent. 14 Materiality and intent must also be 
considered together: the more material the 
omission or misrepresentation, the less intent 
that must be shown to reach a conclusion of 
inequitable conduct. American Hoist & Der- 
rick Co. v. Sowa & Sons, 725 F.2d 1350, 
1363, 220 USPQ 763, 773 (Fed. Cir.), cert, 
denied, 469 U.S. 821, 224 USPQ 520 
(1984). 

We uphold the Commission's findings and 
conclusion that Du Pont's affidavit or argu- 
ments before the examiner did not constitute 
material misrepresentation. As Akzo con- 
cedes, the examiner had both the Morgan 



u This standard is identical to the PTO stand- 
ard of materiality. 37 C.F.R. § 1.56(a). 



'645 patent and the Kwolek '542 patents 
before him throughout the examination pro- 
cess. It was on the basis of these two patents 
that Du Pont's first three applications were 
rejected. The mere fact that Du Pont at- 
tempted to distinguish the Blades process 
from the prior art does not constitutes a 
material omission or misrepresentation. The 
examiner was free to reach his own conclu- 
sion regarding the Blades process based on 
the are in front of him. Nor does Du Pont's 
affidavit, advocating a particular interpreta- 
tion of the Morgan '645 and Kwolek '542 
patents (albeit favorable to Du Pont's posi- 
tion), show any intent to mislead the PTO. 
Du Pont's intent was not to mislead, but 
rather to distinguish prior art from the 
Blades process and demonstrate to the exam- 
iner that the Blades process and demonstrate 
to the examiner that the Blades process 
would not have been obvious in light of 
Morgan '645 and Kwolek '542. The sum of it 
is that, because we cannot see either a proved 
material misrepresentation or a proved in- 
tent to mislead, we must conclude that Akzo 
has not met its burden of proving inequitable 
conduct before the PTO 

III. Due Process and Treaty Rights 

A. Due Process. This aspect of the appeal 
concerns the Commission's procedures with 
respect to the private parties' confidential 
information. On May 21, 1984, the ALJ 
issued an administrative protective order 
pertaining to confidential business informa- 
tion, as defined in the Commission's Rules, 
19 C.F.R. §210.30(d)(7) (1976), that would 
be produced during the discovery phase of 
the investigation. 

In general, this order permitted access to 
all such confidential information by Akzo's 
and Du Pont's outside counsel but not by 
management personnel or in-house counsel 
of either private company. At a preliminary 
conference held June 22, 1984, Akzo made 
the first of three unsuccessful attempts to 
modify the protective order. Arguing that 
there was a substantial overlap between the 
Commission's investigation and an action 
brought by Akzo against Du Pont them (and 
still) pending in the United States District 
Court for the District of Delaware, Akzo 
moved to align the protective orders by modi- 
fying the ALJ's protective order so that its 
terms coincided with those of a protective 
order earlier issued by the District Court in 
the Delaware action. The ALJ denied Akzo's 
motion on July 6, 1984. 

By letter dated June 27, 1984, Akzo re- 
quested that the protective order be amended 
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to include three designated members of Ak- 
zoVin-house counsel. On July 6, 1984, the 
ALJ concluded that Akzo failed to demon- 
strate the requisite need to warrant granting 
Akzo's in-house counsel access to Du Pont's 
confidential business information. Akzo re- 
newed its motion to modify the protective 
order n February 8, 1985, this time urging 
that both Akzo's in-house counsel and the 
general manager of Akzo's Industrial Fiber 
Group should be granted limited access to 
Du Pont's confidential business information. 
Because Akzo failed (in the ALJ's view) to 
demonstrate a need for either its in-house 
counsel or its general manager to have access 
to the requested confidential material, the 
ALJ denied Akzo's motion on February 21, 
1985. 

Akzo now contends that the protective 
order, issued by the ALJ on May 21, 1984, 
effectively deprived it of its rights to confron- 
tation, to rebuttal, and to effective assistance 
of counsel. According to Akzo, under the 
terms of the protective order, the parties' 
designation of materials as confidential had 
the effect of "unilaterally immunizing them 
from scrutiny by the opposing party." More- 
over, Akzo maintains that the system estab- 
lished by the protective order completely 
denied Akzo "access to all of the critical 
evidence on which the decision against it was 
based." 

[2] Our examination of the challenged 
protective order, as it was enforced, shows 
Akzo's charges to be groundless. The protec- 
tive order provides, inter alia, that confiden- 
tial business information "shall be disclosed 
at any hearing only in camera before the 
commission or the administrative law 
judge." Although the protective order en- 
abled either party to designate business in- 
formation as confidential, such a designation 
did not "unilaterally immunize" purportedly 
confidential documents from scrutiny by the 
opposing party. In the first place, all the 
protected information was freely available to 
outside counsel who could fully consider it, 
although they were not free to show or repeat 
it to Akzo's management or in-house coun- 
sel. Second, paragraph 10 of the protective 
order provided a mechanism by which either 
party was free to object to its adversary's 
designations at any stage of the proceeding. 
According to paragraph 10, if either party 
disagreed with respect to the designation of 
business material as confidential, that party 
"shall confer [with the supplier] as to the 
status of the subject information proffered 
within the context of this order." In the event 
that the parties failed within 10 days to 
reach agreement as to the proper status of 
the information, the protective order pro- 



vided that either party could submit the issue 
to the ALJ or the Commission for resolution. 
The mechanism of paragraph 10 could also 
be used to permit disclosure to particular 
persons of otherwise classified material. Al- 
though, as mentioned earlier, Akzo attempt- 
ed to modify the protective order on three 
separate occasions, Akzo never invoked the 
dispute resolution procedures of paragraph 
10 to challenge Du Pont's characterization 
of business information as confidential or as 
not disclosable to particular individuals. 
Third, the protective order expressly permit- 
ted other exceptions to be made by the ALJ 
or the Commission. 

In denying Akzo's various motions to 
amend the protective order, the ALJ relied 
on the Commission's decision in Certain Ro- 
tary Wheel Printers, Inv. No. 337-TA-145, 
5 ITRD 1933 (Nov. 4, 1983). According to 
Rotary Wheel Printers: 

[protection of confidential information is 
crucial to the Commission's ability to car- 
ry out its statutory responsibilities. In ad- 
dition, review after discovery and the evi- 
dentiary hearing are completed would 
provide an inadequate remedy. The inap- 
propriate release of confidential informa- 
tion can never be fully remedied. 
The Commission has traditionally been 
reluctant to release confidential informa- 
tion where not absolutely necessary. 

5 ITRD at 1935. 

Thus, implicit in Akzo's due process at- 
tack on the protective order is the position 
that, in the interests of fundamental fairness, 
it was "absolutely necessary" for Akzo's in- 
house counsel and general manager to have 
access to Du Pont's confidential business 
information. However, "[i]n section 337 in- 
vestigations, it is the exception rather than 
the rule to release confidential information 
to in-house counsel." Id. 

The primary justification for the Commis- 
sion's reluctance to grant adversary manage- 
ment and in-house counsel access to confi- 
dential business information is that, in order 
to discharge its statutory responsibilties 
within the strict statutory time limits, the 
Commission is heavily dependent on the vol- 
untary submission of information. Disclo- 
sure of sensitive materials to an adversary 
would undoubtedly have a chilling effect on 
the parties' willingness to provide the confi- 
dential information essential to the Commis- 
sion's fact-finding processes, the Commis- 
sion has resolved the difficult and 
controversial question of the role of in-house 
counsel by taking a conservative position on 
the side of optimum shielding of business 
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information. Obviously, where confidential 
material is disclosed to an employee of a 
competitor, the risk of the competitor's ob- 
taining an unfair business advantage may be 
substantially increased. This general Com- 
mission position is neither unreasonable nor 
arbitrary. It represents an appropriate bal- 
ancing between the needs demanded by the 
Commission's process and the parties' need 
for participation by its in-house personnel. 

This is especially true because there is no 
per se rule against disclosure to either a 
competitor's in-house counsel or manage- 
ment representative. Rotary Wheel Printers 
established, and the ALJ employed, a three- 
part balancing test to determine whether, to 
whom, and under what conditions to release 
confidential information. Factors to be con- 
sidered include the party's need for the confi- 
dential information sought in order to ade- 
quately prepare its case, the harm that 
disclosure would cause the party submitting 
the information, and the forum's interest in 
maintaining the confidentially of the infor- 
mation sought. 5 ITRD at 1937. 

After reviewing the record, the ALJ con- 
cluded that Akzo failed to demonstrate 
clearly a need for granting access to confi- 
dential business information to either Akzo's 
in-house counsel or key management offi- 
cials. The ALJ also found that disclosure 
would cause substantial harm to Du Pont's 
competitive position. These particular rul- 
ings cannot be faulted. The court under- 
stands that all information relating to patent 
validity and enforceability (see Part II, su- 
pra) was promptly made fully available to 
all. As for the information bearing on the 
important question of whether Akzo's impor- 
tation of aramid fibers would tend to destroy 
or substantially injure Du Pont's business 
(see Part IV, infra), it is obvious that that 
confidential information — relating to Du 
Pont's business, activities, plans and expecta- 
tions — should not be made available (un- 
less, perhaps, where absolutely necessary for 
a fair hearing) to a direct competitor like 
Akzo. That such full access was not absolute- 
ly necessary to appellants' making of their 
own case is shown by the crucial fact that 
Akzo was at all times perfectly free to offer 
its own market projections as well as to 
reveal its own activities, forecasts, and inter- 
pretations. Both sides could present to the 
Commission their own information on those 
matters without knowing those of the other 
side's. 

Akzo argues, however, that the denial of 
its motions to modify the protective order 
effectively denied its due process right to 
participate in its own defense. The conten- 



tion is that Akzo was subjected to serious 
adverse governmental action on the basis of 
evidence which Akzo was never permitted to 
know and "personally" refute. In support of 
this position, Akzo invokes §555(b) of the 
Administrative Procedure Act which was 
made applicable to §337 proceedings by the 
1974 Amendments to the Tariff Act of 1930. 
Under §555(b), "[a] party is entitled to 
appear in person or by or with counsel or 
other duly qualified representative in an 
agency proceeding." 5 U.S.C §555(b). 
However, Akzo was represented by compe- 
tent and experienced outside counsel 
throughout the proceedings; these counsel 
were aware of all confidential information. 
Further, Akzo fails to recognize that "the 
affirmative grant of the right to appear ap- 
parently bestowed by Section 555(b) is not 
blindly absolute, without regard to the status 
or nature of the proceedings and concern for 
the orderly conduct of public business." De- 
Vyver v. Warden, U.S. Penitentiary, 388 
F.Supp. 1213, 1222 (M.D. Pa. 1974) citing 
Easton Utilities Commission v. Atomic En- 
ergy Commission, 424 F.2d 847, 852 (D.C. 
Cir. 1970). Whatever else §555(b) guaran- 
tees to parties to an administrative proceed- 
ing under §337, it does not mandate disclo- 
sure of significant confidential information 
to in-house counsel and corporate executives 
of a business competitor — where that infor- 
mation is fully available to outside counsel. 
Akzo's contention withers in the face of 
unrefuted evidence that more than 90 people 
representing Akzo, including numerous ex- 
pert witnesses and members of the battery of 
four law firms comprising Akzo's defense 
team, had unrestricted access to Du Pont's 
confidential information. 

Akzo has also failed to demonstrate that it 
suffered actual harm under the confidential- 
ity procedures instituted by the ALJ. Al- 
though Akzo's insiders were denied access to 
Du Pont's economic and market forecasts 
with respect to the production and sale of 
aramid fibers, Akzo was not prevented (as 
we have pointed out) from offering its own 
projections into evidence under the cover of 
confidentiality. It is difficult to see how Akzo 
was prejudiced. 

Finally, we have neither found nor been 
directed to any judicial decision in this coun- 
try mandating, in the circumstances present 
here, that business confidential information 
must be made to inside management. On the 
contrary, we are aware, from the practice of 
our own court, that records in appeals to us 
are frequently classified in large part, and 
are presumably not available to the manage- 
ment of the opposing party. Moreover, there 
are a substantial number of decisions uphold- 
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ing, confidentiality J comparable . to that *ac- 
cepiedcbyiihe Commission/ Akzo tells usttiat 
most of these involved only pretrial discovery 
(and r nbuevidence^at a shearing; or trial) and 
thatltheVothers are; also distinguishable. We 
domot r stop Ub-exa mi he. these arguments be- 
cause; at>the least; these decisions ;(a) show 
that there is no holdirig^to^t he contrary of the 
one^we now^make and r ,(b) strongly suggest 
thehvalidityriofv care fully. tailored protective 
orders allowing ^exceptions ■ * to ' be * made : if 
adequate prbbfis madet/r"'* - - ^ ■ ' r 

B;< \Treaty:rights^A$ a a lterria te - ground 
for- reversal} 1 - Akzo argues*2that; because ; the 
proceedings i t below ^ discriminated f -' against 
Akzo *onsthe basis* of its - Dutch -nationality; 
they violated nited States tfeaty obligationsl 
We disagree with Akzo's'-premise that there 
was discrimination^here. ^Essentially^- Akzo 
employs;, a ndn^sequitur;ta support its' posi- 
tion nThe^core of AkzoVclaim is thatit was 
denied <theirightsahat ; would have 1 been "af- 
forded; a^dorhestic firm sued r for patent in- 
fringement iinraldistrict. court. According to 
Akzo, thisrinferior-treatmentVvbyahe Corri- 
missibri constitutes discrimination' on the,bar- 
sis of nationality;^ That analysis misses the 
mark.; The appropriate inquiry^ is whether 
Akzo was afforded itheisame rights afforded 
to domestic firms >iri* a -§ 3 37 ^proceeding: be- 
f ore - the s Commission : ; Clearly^ > Akzo --'has 
failed Ho^ dem6nstrate :thati it suffered -from 
discriminatory ; treat rnent. < First, under : the 
express terms? of- the' protective' order/ both 
Akzo and Dii Pont were : bound ( by identical 
procedures regarding confidentiality and dis- 
covery. -Neither, party ; was allowed* access -to 
the other; party's^confidential: business infor- 
mation;! Second; the same argument --was re- 
jected xxwCertain Spring Assemblies A and 
Components Thereof *,! Ihw; No: 337-TA 1 88, 
216: USPQ 22$^ajTd.:sub mom: General 
Motors 'Corp. v i U:S . International 'fFrade 
Commission- 687 ,F:2d 476^21 5 :USPQ 484 
(€CPA U n2);<ceru denied, .459, U.S;' 1 1 05 
(1 983). inahat* case, -respondent unsuccess- 
fully-raised certain sU.S^Ganadian treaties 
as-a- defense to enforcement iofo§337; The 
Commission observed: -sfrw.-.s.'ia-i .^k;c > ^ 
^ Section 33 7t does; riot discrimiriate s against 

foreign corporations by virtue ; bf their for- 
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Commission properly ; 
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(2) whether adjudication 
a' "non-Article; III : tribunal is^unlawful; :'f3')>.^ 
whether^ Du Tprifs jwicing^p^ 
respect^ to its^aramia;pro^ubts)?yid ^ 
antitrust laws; ari(l ^(4) ^ whether u Du Pohi- 
committed^ihequitable conduct by infringing! ; 
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viblative^of §337;Vcle¥H^ T cc^stitute' urifai^- 
acts for the purposes of the statute. See, e'$&fi 
In-re'Chdiri'Door Locks, USITG Pub/ NbK " 
770 (Apr. i976)v ; 191 USPQ 272 (USITG 
\916)vIn re'Von Clemm72^^^d 441yi08 
USPQ r 37 1 ! (GCPA 1 95S);^ In ;re-Amiorg :j 
rra^'Corp.; 75 F.2d 826; 24 USPQ31f 
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International - trade Commission, 756. F:2d j 
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1985); As this- court recently -held in TexJ 
troriflncitv? U:S. International Trade Com- : 
mission, V51i F.2d'q 01 9,^24*. USPQ^625^ 
(Fedf^ -Girl 1985); 1 "section 331- ha's-consis-. 
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;atus. It applies to foreign and do- 
corporations alike. Section 337 
the Commission jurisdiction over 
:ts imported from a foreign country, 
■" they are manufactured and/or im- 
' by a US. corporation. The Com- 
n's jurisdiction lies in unfair acts 
ing in connection with the importa- 
f goods into the United States or 
sale, and it extends to all persons 
sd in such unfair acts. 
*Q at 231 (emphasis added). 

IV. Other Issues 

s part we consider four separate 
ised by appellants: (1) whether the 
sion properly found that continued 
ion of Akzo's product would sub- 
y injure or tend to injure Du Pont; 
;her adjudication of §337 actions by 
rticle III tribunal is unlawful; (3) 
Du Pont's pricing practices (with 
to its aramid products) violate the 
: laws; and (4) whether Du Pont 
ed inequitable conduct by infringing 
twn patent. 

ndency to destroy or substantially 
The ALJ concluded (and we have 
that Akzo violated §337(a) by the 
1 importation or sale of certain ara- 
:rs produced in the Netherlands by 
f a process which if practiced in the 
States would infringe the Blades '756 
Such acts, long considered to be 
: of §337, clearly constitute unfair 
the purposes of the statute. See, e.g., 
hain Door Locks, USITC Pub. No. 
>r. 1976), 191 USPQ 272 (USITC 
n re Von Clemm, 229 F.2d 441, 108 
371 (CCPA 1955); In re Amtorg 
■ Corp., 75 F.2d 826 r 24 USPQ 315 
), cert, denied, 296 U.S. 576 (1935). 
ver, unfair acts, without more, are 
nsufficient to support a finding of a 
Dlation. That provision declares un- 
[u]nfair methods of competition and 
cts in the importation of articles . . ., 
:t or tendency of which is to destroy 
antially injure an industry, efficient- 
conomically operated, in the United 
Thus, to prove a violation of §337, 
iplainant must show both an unfair 
. a resulting detrimental effect or 
y. New England Butt Co. v. US. 
\ional Trade Commission, 756 F.2d 
6, 225 USPQ 260, 261 (Fed. Cir. 
As this court recently held in Tex- 
c. v. U.S. International Trade Com- 
, 753 F.2d 1019, 224 USPQ 625 
jr. 1985), "section 337 has consis- 
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tently been interpreted to contain a distinct 
injury requirement of independent proof." 
753 F.2d at 1028, 224 USPQ at 631 (cita- 
tions omitted); accord, Corning Glass Works 
v. U.S. International Trade Commission, 
799 F.2d 1559, 230 USPQ 822 (Fed. Cir. 
1986); Warner Brothers, Inc. v. US. Inter- 
national Trade Commission, 787 F.2d 562, 
564, 229 USPQ 126, 127 (Fed. Cir. 1986). 

According to Textron, "Congress may 
well have included this separate requirement 
... to insure that the extreme and interna- 
tionally provocative remedy contemplated 
[by §337] — exclusion of imports from par- 
ticular countries — would be implemented 
only when this is compelled by strong eco- 
nomic reasons." 753 F.2d at 1028-29, 224 
USPQ at 631 (citations omitted). It follows 
that the mere concurrence of an unfair act 
and some resulting injury is not necessarily 
sufficient, in itself, to establish a violation of 
§337. "Congress has directed that the rem- 
edy of section 337, involving as it does the act 
of the sovereign in closing our borders to 
certain imports, be exercised only in those 
instances where at least there is proof of a 
tendency to substantially injure the subject 
industry." Corning Glass Works v. US. In- 
ternational Trade Commission, 799 F.2d 
1559, 1567, 230 USPQ 822, 827 (Fed. Cir. 
1986) (emphasis in original). 

Not only is an injury determination inti- 
mately wed to the particular facts of each 
case, but also the determination of injury is 
precisely the type of question which Con- 
gress has committed to the expertise of the 
Commission. Thus, on appeal, our review of 
an injury determination is limited to decid- 
ing whether the Commission's decision is 
supported by substantial evidence. 1 9 U.S.C. 
§l337(c) (1982); 5 U.S.C. §706 (1982); 
SSIH Equipment S.A. v. US. International 
Trade Commission, 718 F.2d 365, 371, 218 
USPQ 678, 684 (Fed. Cir. 1983); General 
Motors Corp. v. US. International Trade 
Commission, 687 F.2d 476, 215 USPQ 484 
(CCPA 1982), cert, denied, 459 U.S. 1105 
(1983). In other words, we must decide 
"whether substantial evidence supports the 
facts relied on and whether the Commission- 
er's [sic] determination, on the record, is 
arbitrary, capricious, or an abuse of discre- 
tion." Corning Glass Works. 799 F.2d at 
1568, 230 USPQ at 828. As we noted in 
Corning Glass Works, "the question of quan- 
tum of injury is not one on which it would be 
appropriate for this court to put forth a legal 
standard." Id. Nor are we allowed to substi- 
tute our own judgment for that of the Com- 
mission. Citizens to Preserve Overton Park 
v. Volpe, 401 U.S. 402, 416 (1971). Of 
course, a decision is supported by substantial 



evidence if it is supported by "such relevant 
evidence as a reasonable mind might accept 
as adequate to support a conclusion." Con- 
solidated Edison Co. v. NLRB, 305 U.S. 
197, 229 (1938). 

Our review of the record in this case com- 
pels the conclusion that the Commission's 
determination — that Akzo's unfair imports 
of aramid fibers will have a tendency to 
injure Du Pont substantially — is supported 
by substantial evidence. The Commission 
based its injury determination on a predic- 
tion of the future effect of Akzo's unfair 
imports on the domestic industry. There is 
substantial support for this determination. 
The record reflects Akzo's intent and capaci- 
ty to enter the United States aramid fibers 
market, Du Pont's resulting loss of revenue, 
and a probable price reduction by Du Pont in 
response to Akzo's entry into the United 
States market. Nonetheless, Akzo urges this 
court to overturn the Commission's exclusion 
order and deny relief to Du Pont. Akzo first 
contends that its projected share of the U.S. 
market during the remaining life of the '756 
patent is de minimis. It would be both un- 
wise and improper for this court to establish 
some arbitrary market-share benchmark as a 
prerequisite to a finding of a §337 violation 
and we decline to do so. It is sufficient that 
the record supports the Commission's con- 
clusion that, upon entry into the U.S. mar- 
ket, Akzo will capture a significant share of 
the domestic market, if not in relative per- 
centage figures than certainly in absolute 
dollar figures. 

[3] Second, Akzo maintains that, notwith- 
standing its entry into the market, Du Pont's 
aramid fibers sales volume, revenues and 
profits will all increase during the remaining 
life of the patent. But Akzo mischaracterizes 
the proper standard for measuring injury. 
The issue is not whether Du Pont's sales, 
revenues and profits will increase beyond 
their 1985 levels but rather whether Akzo's 
presence in the market will substantially 
injure Du Pont's business during the 1986 - 
1990 period (the remaining life of the Blades 
'756 patent). 

As Du Pont correctly points out, nothing 
in §337 requires a showing that the domestic 
industry will be utterly deprived of profit- 
ability. "Where the unfair practice is the 
importation of products that infringe a do- 
mestic industry's . . . patent right, even a 
relatively small loss of sales may establish, 
under section 337(a), the requisite injury 
. . . ." Bally/ Midway Mfg. Co. v. U.S. Inter- 
national Trade Commission, 714 F. 2d 1117, 
1124, 219 USPQ 97, 102 (Fed. Cir. 1983). 
This proposition is entirely consistent with 
the legislative history of §337. In a House 
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Report discussing the application of §337 to 
unfair competition involving patent infringe- 
ment, Congress stated: "Where unfair meth- 
ods and acts have resulted in conceivable 
losses of sales, a tendency to substantially 
injure such industry has been established." 
See House Comm. on Ways and Means, 
Trade Reform Act of 1973, H.R. Rep. No. 
57 1 , 93d Cong. 1 st Sess.78 (1973) (emphasis 
added); accord In re Von Clemm, 229 F,2d 
441, 445, 108 USPQ 371, 374 (CCPA 
1955). 

Because substantial evidence supports the 
facts relied upon by the Commission in mak- 
ing its determination that Akzo's unfair im- 
ports would tend to injure Du Pont substan- 
tially, we must affirm its injury 
determination. Akzo has failed to demon- 
strate that the commission's determination is 
arbitrary, capricious, or an abuse of 
discretion. 

A contrary result would emasculate the 
protections of §337 with respect to high 
technology ventures. Typically, in high tech- 
nology industries, acute competition forces 
competitors to commit substantial resources 
to research and development in hopes of 
generating profits before either their patents 
expire or before technological advance 
makes the products obsolete. Thus, innova- 
tors frequently resign themselves to losses 
during the early life of their patents with the 
expectation that, if product development and 
marketing efforts are successful, profits 
earned during the later life of other patents 
will provide sufficient compensation for their 
endeavors. 

On this record, Du Pont's aramid fibers 
industry can be said to furnish a classic 
illustration. Although Du Pont has undertak- 
en extensive product development and mar- 
keting efforts since 1973, the company had 
not earned any return on its investment 
through 1984. Du Pont anticipates that it 
will realize its first positive net operating 
earnings from its aramid fibers production in 
1985. 

In reaching its injury determination, the 
Commission permissibly recognized that the 
aramid fibers industry is in transition from a 
period requiring extremely high investment 
of resources to a period when the industry 
will finally realize a return on that invest- 
ment. In these circumstances, diminished 
profits, lower return on investment, and re- 
duced sales are all indicative of substantial 
injury. 

(4] B. Adjudication of §337 actions by a 
non-Article III tribunal. Apparently em- 
ploying the "kitchen sink" or "let's try any- 
thing" approach to appellate advocacy, Akzo 



raises an additional challenge to the Com- 
mission's proceedings. Relying primarily on 
Northern Pipeline Construction Co. v. Mar- 
athon Pipe Line Co., 458 U.S. 50 (1982), 
Akzo characterizes the current §337 pro- 
ceedings as "inherently judicial" involving 
"essentially private rights" and concludes 
that the Constitution requires adjudication 
of §337 issues by Article III courts. Both 
Akzo's premise and conclusion are flawed. 
Although it is true that private rights may be 
affected by §337 determinations, the thrust 
of the statute is directed toward the protec- 
tion of the public interest from unfair trade 
practices in international commerce. As this 
court recognized in Young Engineers, Inc. v. 
U.S. International Trade Commission, 111 
F.2d 1305, 1315, 219 USPQ 1142, 1152 
(Fed. Cir. 1983), a §337 proceeding "is not 
purely private litigation 'between the parties' 
but rather is an 'investigation' by the Gov- 
ernment into unfair methods of competition 
or unfair acts in the importation of articles 
into the United States." Moreover, "[t]he 
power to regulate commerce with foreign 
nations is expressly conferred upon Con- 
gress, and being an enumerated power is 
complete in itself, acknowledging no limita- 
tions other than those prescribed in the Con- 
stitution." Buttfieldv. Stranahan, 192 U.S. 
470, 492 (1904). Properly viewed, §337 and 
its predecessor provisions represent a valid 
delegation of this broad Congressional power 
for the public purpose of providing an ade- 
quate remedy for domestic industries against 
unfair practices beginning abroad and culmi- 
nating in importation. Sealed Air Corp. v. 
U.S. International Trade Commission, 645 
F.2d 976, 985-86, 209 USPQ 469, 478 
(CCPA 1981). 

C. Du Pont's pricing practices. Under Du 
Pont's value-in-use pricing program, the 
price at which Du Pont sells aramid fibers 
varies in accordance with the particular end- 
use to which the purchaser puts the product. 
Although Du Pont's customers may use the 
aramid fibers for whatever purpose they de- 
sire, they are required to pay Du Pont the 
price appropriate to the ultimate end-use. To 
that objective, Du Pont requires its custom- 
ers to agree that they will use the aramid 
fibers for the specific end-use for which they 
are purchased or, if the aramid fibers are put 
to a different end-use or are resold, that they 
will pay Du Pont an amount representing the 
difference between the initial purchase price 
and the price for the ultimate end-use. 

According to Akzo, each such agreement 
constitutes a "contract ... in restraint of 
trade," and the entire pattern of agreements, 
policing and surveillance constitutes a "com- 
bination ... in restraint of trade" within the 
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tation into the United States of aramid fibers 
manufactured by Akzo in the Netherlands. 
AFFIRMED. 



Court of Appeals, Ninth Circuit 

Lifshitz v. Walter Drake & Sons Inc., et al. 

Nos. 85-6087 and 85-6130 
Decided December 30, 1986 

JUDICIAL PRACTICE AND 
PROCEDURE 

1. Procedure — Motions (§410.31) 

F.R.Civ.P. 50(b)'s requirement that mo- 
tion for judgment notwithstanding verdict be 
brought only if party has moved for directed 
verdict at close of evidence is not satisfied by 
defendant's motion in limine which, in seek- 
ing dismissal of plaintiffs unfair competition 
claims, was brought prior to trial but not 
ruled upon until after close of evidence, 
which was limited to claim that court lacked 
jurisdiction to entertain common law unfair 
competition claims based on alleged copying, 
and which did not address additional unfair 
competition issues, since issue of sufficiency 
of evidence on unfair competition claims was 
not placed squarely before district court, and 
thus such motion was not enough like motion 
for directed verdict so as to satisfy require- 
ments of rule. 

COPYRIGHTS 

2. -Notice, deposit and registration — Notice 

— Omission of or error in notice 
(§207.0305) 

Copyright Act's exception, 17 USC 
405(a)(1), for distribution of "relatively 
small' 1 number of copies of work from which 
copyright notice has been omitted, does not 
apply in case where party began adding 
copyright notice with date more than one 
year after year in which first publication 
occurred, since all copies of such work, num- 
bering approximately 15,000, are deemed by 
1 7 USC 406(b) to have been published with- 
out notice. 

3. Notice, deposit and registration — Notice 

— Omission of or error in notice 
(§207.0305) 

Copies of product not bearing copyright 
notice that were in hands of distributor had 



not yet been "distributed to the public" as 
called for by 17 USC 405(a)(2), and thus 
party asserting copyright should have made 
efforts to remedy notice on such copies. 

4. Notice, deposit and registration — Notice 
— Omission of or error in notice 
(§207.0305) 

"Substantial compliance rule," which has 
been applied under 1909 Copyright Act to 
bar willful infringers from asserting errors in 
copyright notice as defense, should not be 
applied to significantly different statutory 
scheme of 1976 Copyright Act. 



Appeal from District Court for the Cen- 
tral District of California, Keller, J. 

Actions by Igor Lifshitz against Walter 
Drake & Sons Inc., and Etna Products Co. 
Inc. for trademark infringement, unfair com- 
petition, fraud, conspiracy, copyright in- 
fringement, and intentional infliction of 
emotional distress. From judgment in part 
for plaintiff, defendant Etna and plaintiff 
appeal. Affirmed. 

Kathryn Tschopik, Los Angeles, Calif., and 
Robert C. Faber, New York, N.Y., for 
appellant. 

Clinton T. Bailey, Beverly Hills, Calif., for 
appellee Lifshitz. 

Before Wallace, Boochever, and Kozinski, 
Circuit Judges. 

Wallace, Circuit Judge. 

Etna Products Co., Inc. (Etna) appeals 
from the district court's denial of its motion 
for a judgment notwithstanding the verdict 
(j.n.o.v.) or for a new trial on Lifshitz's 
unfair competition claim. Etna also contends 
that the district court erred in denying its 
motion for a new trial because of improper 
instruction to the jury regarding Lifshitz's 
unfair competition claims, and in improperly 
excluding certain evidence. Lifshitz cross- 
appeals from the entry by the district court 
of a j.n.o.v. on Lifshitz's copyright claim. 
The district court had jurisdiction under 28 
U.S.C. §§ 1332 and 1338(b). We have juris- 
diction pursuant to 28 U.S.C. § 1291, and we 
affirm. 

I 

Lifshitz, a native of the Soviet Union who 
emigrated to the United States in 1975, 
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